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Lights, 
Vacuums, 
Action
Most people associate the name James Dyson with the vacuum cleaner that bears his 
name, but Dyson is much more than the man who revolutionized vacuum cleaner 
technology. The subject of this month’s cover story, Dyson is also an entrepreneur, 
industrialist and philanthropist, who has given millions of dollars to further the cause of 
design engineering education.

He established the James Dyson Foundation, which is “dedicated to encouraging 
young people to think differently, make mistakes, invent and realize their engineering 
potential” in 2002. The Foundation now has offices in seven countries, including the 2011 
opening of one in Chicago.

The Foundation also runs the James Dyson Award, an international design competition 
“that celebrates, encourages and inspires the next generation of design engineers.” The 
annual award is open to current and recent design engineering students as part of the 
Foundation’s mission to instill excitement about design engineering in young people. 
Without Dyson’s education as an industrial designer and engineer, he may not have 
achieved the level of success he has experienced over the course of his career, and Dyson 
wants to cultivate that challenge and create opportunity for others. 

Of course, even the best inventions need to be successfully marketed, which is a subject 
Dyson also knows a thing or two about. Dyson formed his own company only after 
having his technology turned down by every vacuum cleaner manufacturer with whom 
he talked.

Three articles this month address Dyson’s former dilemma. Contributing writer John 
Rau discusses the advantages of licensing, manufacturing or selling your idea, and Jack 
Lander gives advice on marketing an invention without a patent. Edison Nation chief 
engineer and Inventors Digest contributor Jerry Losaw writes about his experience at the 
recent Amazon Inventions Tour and offers pointers for improving a pitch, which can be a 
vital first step in getting a product to market. 

December’s Eye on Washington focuses on software patents, patent examiner quality, 
trade secret trolls and my favorite—obviousness. I have been slowly wrapping my head 
around patent terminology since I read my first article by Gene Quinn last May. The 
patent system is complicated, fraught with contradictions and evolving, which makes it 
difficult for novices, and, sometimes experts, to understand. Quinn provides a detailed 
explanation of the term “obviousness” in Blurred Lines, but as you’ll notice from the 
story’s title, “obviousness,” is still an ambiguous subject.

In recognition of the holiday season, Time Tested is an illuminating history of 
Christmas lights. Thanks to a handful of inventors, including Thomas Edison, who 
gave us the light bulb, and Nick Holonyak, creator of the first practical LED, lights are 
an integral part of the holiday season. Whether it’s a single candle in a window, colorful 
bulbs draped over the branches of a tree, a star shining in the nighttime sky or the glow of 
Rudolph’s red nose, lights give us joy during the longest, dark days of winter. 

Happy Holidays, 

Cama McNamara
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The patent act and innovation act each do one thing well: unite groups that oppose both. This legislation’s 
sweeping language will undermine the patent system and the jobs this system creates. Join the diverse 
coalition of inventors, universities, venture capitalists, start-ups, technology businesses and life science 
companies asking policymakers to keep america’s competitive advantage strong. 

Tell congress to oppose 
h.R.9 and S.1137 Visit Savetheinventor.com

Brought to you by the Innovation Alliance
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Bright Ideas

“ �We’re taught to do things the right way. But if you want to discover something that other 
people haven’t, you need to do things the wrong way. Initiate a failure by doing something 
that’s very silly, unthinkable, naughty, dangerous. Watching why that fails can take you on a 
completely different path. It’s exciting, actually. To me, solving problems is a bit like a drug. 
You’re on it, and you can’t get off. ” — james dyson

Compiled by Taryn Walls

REMI
SLEEP TIGHT
urbanhello.com

Getting a good night’s sleep is is one of the most im-
portant aspects of health. Why not instill good sleeping 
habits in your child as soon as possible? REMI is a 
smart and customizable sleep companion that has the 
ability to learn, record and reinforce sleep routines as 
your kids grows up. The cute and friendly gumdrop 
is aesthetically pleasing, kid-friendly and more ho-
listically advanced than other, simpler baby monitor 
products. REMI uses Bluetooth to connect to the app 
on tablets and Apple and Android devices.

You can customize REMI’s color, alerts, lighting, music and 
more to create a completely personalized schedule with the as-
sociated app. For example, you can choose to display the time, 
date, facial expressions and lighting preferences to show your 
child when to get out of bed and when to sleep.

Comfort your child at night with the adjustable nightlight 
or her favorite lullaby. You can download your child’s favorite 
music, record your own song or play some of REMI’s sounds to 
settle down your child. You can also use REMI as a monitor to 
listen to your baby or talk with your child. The REMI app allows 
you to adjust the sound to hear more or less.

The REMI app can create and maintain a diary to help you 
identify ideal conditions to foster your child’s sleep routine. 
Find out when your child sleeps best and when she wakes up. 
REMI costs $54 and ships March 2016.
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Rocketbook
DIGITAL DOODLES
rocketbook.it

Have you ever wanted to convert your handwritten lecture notes, 
doodles, original lyrics or drawings to a digital format? Now 
you don’t need a clunky scanner or tedious transcriber to do 
so. Rocket Innovations has created the efficient and convenient 
Rocketbook to solve the paper-to-screen problem by pairing a 
notebook with an app, available on Apple iOS and Android.

The bottom of each page in the notebook has seven icons that 
correspond to a site of your choice, such as Dropbox, Google 
Docs, Evernote or your email. Select one, and the Rocketbook 
app will scan the page and send it to the correct destination in a 
JPG format. The app selects, crops, and color balances each page. 
Emails are sent in a PDF format. 

The app can scan surfaces other than the Rocketbook, such 
as a whiteboard, although the performance has not been thor-
oughly tested. Rocketbook is compatible with any pen, but if you 
use Pilot FriXion pens, heating the notebook in a microwave for 
30 seconds will erase the ink so you can have fresh pages again 
and again.

Rocketbook comes in standard and executive sizes. The acid-
free, fine-grain paper features a dotted grid pattern. The book is 
microwave-safe, as is the polypropylene binding. Rocketbook is 
$45 and will ship February 2016.

Follow The Light
THE ONE PIANO LEARNING SYSTEM 
smartpiano.com

The ONE Smart Piano is designed for students to learn to 
play the piano without knowing how to read music. The 
ONE features a digital piano with keys backlit with red and 
blue LEDs that are synced to music available through a free 
app. All the student needs to do is connect a mobile device 
to the piano, download the song and play the keys indicated 
by the lights. Students can choose from thousands of piec-
es of sheet music, which range from Beethoven to the Bea-
tles. While the song is playing, the sheet music is displayed 
on the smartphone or tablet, so the student can learn the 
notes along the way. When a student becomes familiar with 
a song, the lights can be disabled and the song played with-
out the aid of the learning system, which is offered in a full 
upright piano or digital keyboard. Video lessons from in-
structor Tom Hoffman are available, as is a game that tracks 
correct notes and timing. The ONE Smart Piano retails for 
$1,499, and the ONE Light Keyboard is $299.99.
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My Crazy Inventions Sketchbook
50 AWESOME DRAWING AC TIVITIES 
FOR YOUNG INVENTORS
By Andrew Rae and Lisa Regan
London: Laurence King Publishing, 2015
128 pages, paperback, $15.95 

Every child will appreciate this doodle book 
filled with inspiring ideas, fun facts and vivid 
illustrations that “encourage young minds 
to reach for the sky.” My Crazy Inventions 
Sketchbook offers opportunities for learn-
ing, as well as imagination development, 
through pages that prompt readers to in-
vent and draw their own robots, athletic 
shoes, candy, writing tools, dream cars and 
time machines. 

The included inventions are real, but often wacky: a boat 
that flies, an alarm clock that smells like bacon, a portable pe-
destrian crossing and duster slippers for cats to clean the floors as 
they walk. One page shows a flying hovercraft, and the opposite 
page has a picture of a boat and poses the question: How would 
you make this boat fly? Another page is filled with robots; oppo-
site it is a space for a child to draw the one in her imagination. The 
blank page opposite a Ferris wheel encourages readers to draw 
their own fairground rides.

As children make their way through the thought-provoking 
book, they will also learn the concepts of an invention’s patent-
ability: usefulness, problem solving ability and originality. The fi-
nal pages of My Crazy Inventions Sketchbook discuss how to get 
an idea patented, followed by a patent application and certificate. 
Whether or not a child becomes the next Einstein, My Crazy In-
ventions Sketchbook is a fun means to encourage creative thinking.

 — Cama McNamara 

Hey Joe Coffee Mug
JOE TO GO
heyjoecoffee.com

Sometimes we don’t have time to wait for the counter-
top brewer or stop by a coffee shop for that all-important 
first cup of joe. The Hey Joe Coffee Mug is a sleek, tasty 
solution for busy America. The product is a portable brew-
ing system and mug all in one, so you can take it in the car, to 
work or anywhere else you need a caffeine fix.

The Hey Joe Coffee Mug system has two reservoirs separated by 
a hot plate and a coffee pod tray. After being heated by the hot plate, water drips from 
the top reservoir to the bottom through the pod. The 12-ounce mug only takes four 
minutes to brew, leaves very little waste and is powered by a rechargeable battery. The 
cup even cleans itself; just put a bit of soap and water in the top reservoir and press 
brew. Every mug comes with a rechargeable battery, a charger and a one-month supply 
of Hey Joe Coffee, which can also be purchased as a subscription service—enough for 
one cup each day. The company is working to develop a reusable empty filter for coffee 
lovers who want to use their own blends. Pre-order the Hey Joe Coffee Mug for $69, or 
purchase later at retail for $99.
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O ne of the most time-tested traditions of the holiday season is 
hanging strings of lights. From the radiant twinkle of white 
lights on a Christmas tree to Clark Griswold’s outlandish 

multi-color display, holiday lights are enchanting additions to dark 
winter nights. 

Burning Down The House
Legend has it that Martin Luther first decorated a fir 
tree with candles as a sign of the birth of Jesus around 
the year 1500. The idea caught on, and by the 17th cen-
tury, Germans were decorating Christmas trees with 
candles that were either pinned to the branches or joined 
with melted wax. This practice, as you might imagine, 
led to more than one home fire. 

Over time, the tradition of lighting trees spread 
throughout Europe. Illuminated trees became popular 
in England in the late 1800s during the reign of Queen 
Victoria, and from there, the tradition crossed the ocean 
to the United States.

By 1890, inventors had developed 
ways to safely attach an open flame to 
a tree using clip-on candleholders and 
small lanterns, but even then, a large 
flammable tree in the living room 
was risky. People usually put up their 
Christmas trees only for a few days, 
lit the candles for a few minutes each 
night—and always kept a bucket of 
sand or water nearby in case of fire. 
Of course, accidents still happened, 
and eventually insurance companies 
refused to pay for damages caused 
by Christmas tree candles.

Edison Sees the Light
The glowing Christmas tree lived 
on thanks to Thomas Edison and 

his incandescent light bulb. Searching for a way to advertise his inven-
tion, on December 31, 1879, Edison created the first electric holiday 
light display by stringing some of his recently patented bulbs outside 
his Menlo Park laboratory for passing commuters on the nearby rail-
way to see. The display heightened Yuletide excitement, but it took al-
most 40 more years for electric Christmas lights to become a mainstay 
of the holiday season. 

The Father of Christmas Lights
Edward Hibberd Johnson, a close friend of Edison and the president 
of Edison Electric Illuminating Company of New York, created the 
first strand of electric Christmas lights. In 1882, two years after Edi-
son’s light display, Johnson hand-wired 80 red, white and blue light 
bulbs and wound them around his Christmas tree in the parlor of his 
Fifth Avenue home in New York City. Not only was the tree illumi-
nated, it also revolved six times a minute. An electric current drawn 
from Edison’s main office eight miles away powered the lights and the 
crank that rotated the tree.

The world, however, was not ready to replace tree candles with elec-
tric lights. There was a great mistrust of electricity because it was so 
new, and hot bulbs on a dry tree could still be dangerous. Rather than 
a string of lights ready to drape over the branches, as we have now, 
those first bulbs lacked screw-in sockets and required the tedious pro-
cess of wiring each lamp individually. As a result, only the wealthy 
could afford to hire an electrician to put together a string of Christmas 
lights. Society’s elite spent as much as $300 ($2,000 in today’s dollars) 
per tree to hire electricians to install lights on their trees and be avail-
able in case a bulb burned out or broke. 

Bright Spots
Over the next few years, Johnson and Edison experimented with and 
improved upon Johnson’s electric tree lights. In 1890, they introduced 
them to the public and published a 28-page brochure about “Edison 
miniature lamps for Christmas trees.” 

TIME TESTED

all photos: wikimedia commons

The Evolution of 
Christmas Lights
An Illuminating Tale

humanistic rationale at english wikipedia
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The public, however, was hesitant to embrace the new technology 
until 1895, when President Grover Cleveland proudly sponsored the 
first electrically lit Christmas tree in the White House. The huge tree 
featured more than one hundred multicolored lights. 

In 1903, General Electric introduced “Edison Miniature Lamps for 
Christmas Trees.” These pre-assembled eight-lamp strings, called fes-
toons, featured pre-wired porcelain sockets, miniature glass bulbs and 
a screw-in plug that attached to a wall or ceiling light socket. An ad for 
the lights noted: “Can only be used in houses having electric lights.” 
The $12 price for a three-festoon set was beyond the reach of most 
consumers, so GE offered a rental option, as did some department 
stores: $1.50 for the season. 

GE attempted to patent its Christmas lighting festoon, but the patent 
application was refused because the product was based on knowledge 
an ordinary electrician had. With the market wide open, other compa-
nies and inventors began to produce their own tree light sets, and the 
American Christmas light industry was born.

Albert Sadacca Strings Lighting’s Future
Among those who took advantage of the opportunity was Albert 
Sadacca, who saw the potential for safety and profit in the new 
phenomenon. The Sadacca family owned a novelty 
lighting company, and in 1917, after a tragic fire in 
New York City involving Christmas tree candles, 
the teenaged Sadacca suggested that the store sell 
strands of Christmas lights.

By the 1920s, Sadacca and his brothers, Henri 
and Leon, had organized a trade association—the 
National Outfit Manufacturers Association—with 
the 15 companies selling Christmas lights. The 
first year, only one hundred strings of white lights 
sold, but the second year, Sadacca used brightly 
colored bulbs, which fostered the growth of the 
multi-million dollar company. 

Even though NOMA Electric Company was 
formed three years prior to the Great Depression, 

humanistic rationale at english wikipedia

the appeal of Christmas lights was great enough to pull the company 
through tough times. Worried about the company’s future, NOMA’s 
nostalgic advertisements featured families gathered around a lighted 
tree, which increased sales. 

Over time, the company made improvements in Christmas lights 
and expanded the product line. In 1945, NOMA introduced the bub-
ble light, which became the best-selling light of its time. NOMA also 
introduced the world to tulip petal flower lights, tinsel starburst lights 
and “Lighted Ice” globes. NOMA Electric and its effervescent prod-
ucts cornered the Christmas light market until the company went 
bankrupt the 1960s, but that didn’t prevent other companies from in-
troducing flamingo-shaped lights, as well as chili peppers, beer cans 
and a miniature version of the leg lamp from A Christmas Story.

Technology Changes
By the late 1940s, two new holiday tra-
ditions had been established in many 
American homes: the annual un-
tangling of gnarled strands of 
Christmas lights, and the process 
of finding and replacing the one 
bulb that ruins the entire string. In 
recent years, bulbs have been un-
dergoing their first revolution in 
nearly a century. Incandescent bulbs 
are slowly being replaced by energy- and 
cost-efficient LEDs. 

LEDs did not get high marks from consumers 
when first introduced in the 1990s, but they have gained popular-
ity as manufacturers have made improvements. Most notable holiday 
displays have made the switch to LED s, including the U.S. Capitol 

Christmas tree in 2006 and the Rockefeller 
Center tree in 2007. 

Each year, Christmas lights gain in popular-
ity as small towns, botanical gardens, shopping 
malls and even entire neighborhoods enhance 
light displays. All these lights add up to a very 
lucrative business. It is estimated that over 150 
million sets of lights are sold nationwide each 
year, making them a huge part of the $6 billion 
dollar Christmas decoration industry. 

No matter the technology at hand, lights will 
remain part of our holiday traditions for years 
to come. Their glowing blinks and twinkles add 
sparkle and cheer to this celebrated season.

 — Carrie Boyd
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S o you have an idea for a new product 
and, in addition to deciding whether 
or not to try to patent it, you are won-

dering if your product has potential for profit. 
At this point in the development phase, it would 
be extremely difficult to credibly estimate your 
invention’s potential to make money. More than 
likely, you haven’t had the opportunity to conduct 
the research, competitive evaluations or analysis of infor-
mation necessary to make this overall assessment, but there are 
steps that you can take to gain insight into this issue. 

First, you should perform, or have performed for you, an initial 
patent search to ascertain if your new product idea is potentially 
patentable. If the search results reveal that it is not patentable be-
cause it conflicts with prior art and, in particular, infringes on 
one or more currently valid patents, then its profit potential is 
zero. Hence, move on to new product ideas.

It is important to recognize, however, that a patent is not nec-
essary in order to market an invention commercially. An inventor 

may make, use or sell an invention without the 
benefit of a patent provided it doesn’t infringe 
an existing patent. The answer to the profit po-
tential question lies within the context of how 
you choose to proceed with your new product 

idea. The potential for profit will be different in 
each case. Your choices are to license your inven-

tion, manufacture and sell the product on your own, 
or sell your invention to a second party.

License Your Invention
Before moving forward with a decision to license your product, 
you should get some type of intellectual property protection to 
prove ownership. At this point, the best strategy is to file a provi-
sional patent application, which will give you one year of owner-
ship from the time of filing to further research the profit potential 
from licensing. 

A licensing agreement basically assigns the rights of your in-
vention to a company for commercial use or development for a 

Profit Potential
Do You License, Manufacture or Sell Your Idea? BY JOHN G. RAU

MARKETING TIPS
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A licensing  
agreement is 

appealing because 
the licensee  

assumes all of  
the risks.
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John G. Rau, president/CEO of Ultra-Research Inc., 
has more than 25 years experience conducting 
market research for ideas, inventions and other 
forms of intellectual property. He can be reached 
at (714) 281-0150 or ultraresch@cs.com.

specific period of time. In return, you receive 
a series of payments, or royalties, that can be 
calculated in various ways, such as X dollars 
per unit sold or, more generally, Y percent of 
sales (typically based on wholesale prices). A 
licensing agreement is appealing because the 
licensee assumes all of the risks—from manu-
facturing to marketing and distributing the prod-
uct—and takes responsibility for stopping those that 
might infringe on the product’s patent(s).

The profit potential is the cumulative sum of the royalty pay-
ments over the agreed period of time set forth in the licensing 
agreement. The establishment of a royalty is based on a number 
of considerations: 

• �Who is taking the bigger risk? If your potential licensee has 
to invest heavily in the development and marketing of your 
new product in an unproven market, and your exposure to 
risk is small by comparison, a large royalty would be difficult 
to justify.

• �How special or unique is your new product idea? If there 
is no close competition and, as a result, your potential licensee 
can charge a high price for it, you deserve a high royalty. If 
competition will keep profits low, your royalty percentage will 
also be low.

• �In what quantities will your new product sell? Generally 
speaking, products that sell in high volumes have much lower 
royalty rates than those in lower volumes.

A common royalty rate for consumer products is generally in 
the range of 3 to 10 percent of the wholesale price, not the retail 
price. A rule of thumb for consumer products is that the retail 
price is typically four to five times the wholesale price. Let’s as-
sume this ratio is 5 to 1, and your product has a retail price of $20. 
This would mean the wholesale price is $4. Using a fairly standard 
royalty rate of 5 percent of the wholesale price, you would receive 
20 cents for every item sold. 

Don’t be too quick to reject this number. If the licensee sells one 
million units per year, you will receive on the order of $200,000 
per year, or $50,000 on a quarterly basis. This is a very good profit. 
The licensee assumed all the risks, sent you a check every quar-
ter, and you didn’t have to do anything. Recognize, of course, that 
this is an illustrative example of how licensing works and why it is 
a potentially attractive option for inventors.

Do It Yourself
If you would like to start a company and sell your new product 
yourself, you will control manufacturing, marketing and distri-
bution, and so direct its profit potential. This will most likely re-
quire a significant amount of capital. Keep in mind that when 
you license a product to a manufacturer, the company is going 
to manufacture, advertise, market and finance it. The company 
most likely has a network of distributors and retailers available to 
get your new product into the marketplace. If you form a com-
pany, you will be starting from scratch. You will need capital, and 

you will also need to establish relationships 
with distributors and retailers. 

In this situation, you will have to spend 
considerable time studying the market for 
your invention. Who will use the product? 

How many people will buy it? How much will 
it cost to make? What is the sales price? How can 

the market be reached (direct sales, Internet sales, 
distributors, major retailers, etc.)? You may discover 

that, even if your new product is unique, the market might not be 
profitable. Obviously, you don’t want to spend a lot of time on a 
product with a small market share

Another challenge you will face is determining the best way 
to manufacture and distribute your new product. Some products 
lend themselves to garage-manufacturing operations and others 
are better suited to purchasing components, hiring job shops to 
perform machining operations and assembling the product in 
your garage.  

Other products require full-blown manufacturing facilities. In 
this situation, you may be better off purchasing a finished prod-
uct from a manufacturer and selling it on your own. The issues 
are much more complex in the “do it yourself” situation, and it is 
not easy to estimate the profit potential without having prepared 
a detailed business plan. However, the financial rewards are po-
tentially much greater than licensing a product to a manufacturer, 
which is the reason that this option is attractive to inventors. If 
you have little to no experience in the areas of managing a com-
pany, manufacturing, and marketing and distributing products, 
these will be high-risk areas that could easily impact your profit 
potential. If you are not a risk taker, doing it yourself could be a 
poor decision.

Sell Your Inventions
If you decide to move forward and 
patent your new product idea, which 
gives you ownership, at some time 
you could consider selling your in-
vention. The value of the product at 
the point of sale would be based on  
its performance track record, such as  
licensing revenue, product sales and 
profits from manufacturing operations. This 
would mean that any possible future commercial opportunities, 
including royalties, would no longer belong to you.

Remember that ideas are worth nothing. It’s the product or 
service that results from the idea that has the profit potential. 

 The financial  
rewards (of doing  

it yourself) are  
potentially much  

greater than licensing  
a product to a 
manufacturer.

Ideas are
worth nothing.

It’s the product or
service that results
from the idea that

has the profit
potential.
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AMERICAN INVENTORS

The Sweet Spot
Steve Geotsalitis Makes it Easier for 

Batters to Connect with the Ball
BY EDITH G. TOLCHIN

S ometimes the greatest inventions are the most 
basic and simplest of ideas. A few years ago, 
while serving as a consultant at the Resource 

Center of INPEX, I met inventor Steve Geotsalitis. 
I quickly discovered that his brain was constantly 
cranking out new sports and fitness ideas. Geotsalitis’ 
most recent invention, CALL the SHOT™, is a base-
ball training device. In the following interview, Geo-
salitis discusses CALL the SHOT and offers novice 
inventors tips on bringing new products to market.

(Editor’s Note: Interview has been edited for clarity and brevity.) 

Edith G. Tolchin: Tell Inventors Digest readers about this prod-
uct and why it is something no one previously thought about.
Steve Geotsalitis: CALL the SHOT is a unique training device to 
assist athletes with hitting the most efficient and powerful part of 
the bat—the elusive “sweet spot.” The main objective of CALL the 
SHOT is to help batters focus on the sweet spot at the moment the 
bat hits the ball. Additionally, CALL the SHOT helps batters de-
velop better visual acuity and consistency. Bat designs are color-
ful, which can draw the eye away from the ball as the bat is being 
swung. Our design objective was to allow the batter to better fo-
cus on the sweet spot, as well as to visually “remove” the bat col-
ors. The sleeve has three colored areas: black, green, black. The two 
black areas cover up most of the bat coloration, and when the bat 
is swung, all the batter essentially sees is the green sweet-spot area.

This product is geared toward baseball/softball batters age four 
and up. It comes in three sizes to accommodate all conventional 

Founder of Pantelis Innovations, Steve Geotsalitis, invented CALL the SHOT™ 
to assist athletes with hitting the most efficient and powerful part of the bat.
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bats (except big barrels). CALL the SHOT is made of rubber and 
stretch material that allows it to fit snuggly without damaging the 
bat. It weighs two ounces and does not modify the batter’s swing 
or power. It is cold-water washable and should be air dried. 

I developed the idea from watching my son teach my grand-
son, Steven, from the time he played T-ball through high 
school baseball. One day, when Steven was about seven years 
old, he told me that he saw the ball hit the bat at the moment 
it happened. That kicked my creative mind into gear and start-
ed development of this product. There are many other devices 
on the market to help batters, but most of them either require 
set up or take up a lot of space and can be cumbersome to use 
and carry around. Additionally, CALL the SHOT is inexpen-
sive compared to other products. It is patent pending and the 
name is trademarked. 

EGT: Who can benefit from this product?
SG: First are the batters, and second are the coaches, managers and 
parents. CALL the SHOT can be used 
in a batting cage, off the batting tee, 
with a coach or parent pitching, or with 
a pitching machine. It can also be used 
on the field. The colorization of the 
product allows coaches, managers and 
parents to see the sweet spot contact 
point better. With the addition of video, 
it is much easier to show the batter his 
mistakes and make instant corrections.

EGT: Do you make a living as an  
inventor? Are you a serial inventor? 
SG: More like an obsessed inventor. I live to create and invent 
products that solve problems. If I’m not waking up in the middle 
of the night to work on a redesign for an idea, sending follow-up 
emails or directing my team, I’m not working hard enough. I’ve 
had over 30 years of idea innovation, creative drive and the pas-
sion to succeed. 

I was an Air Force staff sergeant (E5) trained in the medical 
services in the Vietnam era. I worked in the printing industry for 
years. In my free time I managed to obtain a fifth-degree black 
belt in Chinese Kenpo Karate, as well as a first-degree black belt 
in Shaolin Kung Fu. My absolute favorite vocation was being a 
nationally certified massage therapist specializing in sports inju-
ries and chronic disorders and disabilities. Inventing has been my 
passion through all of this.

EGT: What gave you the desire to become an inventor?
SG: I inherited the creativeness from my dad, who was a tinker-
er. The main thing that sticks in my head is a product he cre-
ated in the mid 1950s, when he started using the relatively new  
Styrofoam beads. He created a process to compress and shape 
them into circular tubs—ice buckets with detached lids. He was 
making prototypes and giving them away, and I was amazed 
with the machines that made the buckets and how the whole 

process worked. A friend of his ran with the idea, and my dad 
never got a cent. When I started this company, I made a point 
that the same thing would not happen again. I have a team to 
help me and protect what we do. My company’s first name, Pan-
telis Innovations, is his name, Peter, in Greek.

EGT: What other products have you invented, and explain 
why you’ve decided for now not to develop those  ideas. 
SG: We have about seven other ideas in various stages of de-
sign and development. Another product for personal training 
is ready to go, but instead of going to market with it, we want 
to sell the patent and product outright. As a small company, 
it’s really difficult to move forward with multiple products. The 
overhead, liability insurance and the resources (monetarily and 
otherwise) are a drain on people and the bank. We prefer to 
slow our entries into the marketplace and make sure that the 
product will function as designed and tested, rather than have 
an aftermarket correction or adjustment.

EGT: What is the process of product development for a sewn 
textile invention geared toward children? Were there gov-
ernment regulations? What was the first step? 
SG: The key to developing a product is losing sleep. Your cre-
ative juices have no time frame, so you need to run while 
thoughts are in your mind. Document them well. The process 
for CALL the SHOT started with a web search on the USPTO 
site to find out if there was a product like it already on the mar-
ket. The next step was to research the market size and talk with 
local coaches and parents to find out if there were a need and 
interest. From there, I researched bat sizes, bat resonance, hand 
sting and the general composition of bats. 

Having a good mental image of what I needed to do, I then 
did rough hand drawings of the idea, including measure-
ments and descriptions. The hardest part was figuring out the 
best materials to construct the product. I requested material 
samples from many companies, did durability tests and made 
rough samples from each. Once I figured out which of the sam-
ples worked best for CALL the SHOT, I moved to colorization 
and bonding methods for the two types of materials chosen. 

Once I received the material, the next generation of product sam-
ples was made. Then we began in-house and field tests, followed 
by another round of tweaking and the next round of test samples. 
CALL the SHOT went through six revisions to reach the final result. 

“�As a small company, it’s really difficult to move forward 
with multiple products. … We prefer to slow our entries 
into the marketplace and make sure that the product 
will function as designed and tested, rather than have 
an aftermarket correction or adjustment.” — STEVE GEOTSALITIS
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My next step was to take my rough revised drawings, mea-
surements and material information to a CAD designer for 
complete professional drawings. When we had a viable prod-
uct, field tests with young players to collegiate players con-
firmed its effectiveness. The next step was finding a manufac-
turer to produce it, then marketing it.

Luckily Pantelis Innovations was exhibiting the product at  
INPEX, where we were trying to gain exposure. We heard about 
EGT Global Trading at the Resource Center and later began work-
ing with the company to learn about product safety, manufactur-
ing and the subsequent importing aspects of product development.

EGT: What other steps were involved? 
SG: The next step was developing the packaging. Since Call the 
SHOT will be used by adults as well as children, there is a require-
ment to address children’s packaging and product marking regu-
lations. I was introduced to packaging designer Josh Wallace, who 
listened to my explanation, read the information and CAD draw-
ings sent to him, and came up with six different ideas for packag-
ing, as well as several ideas for a product logo. We chose one and 
made revisions until we had a package that was representative of 
what we needed. The packaging required child warnings, ventila-
tion holes, QR codes for retailers, instructions and proper label-
ing—much more than I figured was necessary.

EGT: What came after you had your prototypes and 
packaging mockups?
SG: My next step was to find and secure an overseas manufac-
turer, which is a monumental task for anyone with no contacts 
or experience negotiating overseas. With guidance from my con-
sultant, I chose a reputable factory with a 15-year track record 
and submitted the project scope, design, drawings and pictures. 

Workers quickly made samples for me to approve or modify, and 
provided a quote sheet for each model and quantity breakdown.

EGT: What did you do after you received the quotes?
SG: I placed an order, which was more involved than I expect-
ed. I was instructed to make a wire transfer of 30 percent of the 
total order value to get the manufacturing started, with the bal-
ance to be paid after the testing was completed and the prod-
ucts were ready to be shipped. During that time, a Consumer 
Product Safety Commission’s accredited lab thoroughly tested 
samples. Included were burn, material separation, shredding 
and toxicity tests. It was very detailed but necessary to receive 
approval for use of the product in the United States.

EGT: Did your product pass product safety testing that is 
required for all products used by children 12 and under?
SG: The Consumer Product Safety Improvement Act tests were 
in-depth, detailed and involved, but CALL the SHOT passed 
with flying colors. Had it not passed, CALL the SHOT would 
have required a redesign. 

EGT: After the factory was given the green light to proceed 
with mass production and you approved the samples, what 
steps did you take to make sure the factory didn’t slip in any 
poor quality or defective pieces? 
SG: Prior to the products being shipped, an additional test for 
quality control had to be conducted by an independent com-
pany. I contacted KRT Audit Corporation to do the visual and 
physical inspection. The company was very thorough and pro-
vided detailed documents and pictures of their inspection of 
the products. It included what carton number the individual 
samples were taken from, pictures of drop testing the cartons, 

“ �My suggestion for all inventors is not to go through the process without help.  
Talk to multiple sources and don’t necessarily go with the first one.” — STEVE GEOTSALITIS

The Jimmy Ball improves  
timing, touch, foot move-

ment, balance and concen-
tration in soccer players of 
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loose threads, stretch testing of seams and much more. Once I 
was able to review the extensive report, we gave the factory in 
China the go ahead to ship.

EGT: The product is now in the United States. How do you 
plan to sell it? 
SG: We are receiving online orders through our existing web-
site and recently hired a web designer who is hard at work with 
a total overhaul of the the site. The advantage of using inde-
pendent representatives is that they have the burden of income 
taxes and health insurance. They have no direct connection to 
our company, which decreases the liability and overhead. We 
are using their contacts to get into big box stores and other dis-
tributorships that we can’t get into ourselves.

EGT: What lessons have you learned in this new career path 
as an importer? Would you say that product development, 
manufacturing and importing are easier than or more diffi-
cult than you’d imagined? 
SG: The process, from development through importing and dis-
tribution, was definitely more difficult than I thought it would 
be. My suggestion for all inventors is not to go through the pro-
cess without help. Talk to multiple sources and don’t necessarily 
go with the first one. A little extra time and research make life 
simpler in the long run. Without great people, I might have even 
given up. I am very fortunate to have an excellent support team. 

I’ve also been extremely fortunate that my wife, Marcia, has 
been beside me every step of the way. She is a business guru and 
MBA graduate, who knows the ins and outs of business and 
contracts. Her knowledge and expertise have been my beacon 
of light through all this fog. 

EGT: What is your sales plan for CALL the SHOT ?
SG: Our plan is to get the independent reps moving, get the 
new website up and running, and continue to update our Face-
book page so that people can get information and place orders. 

EGT: Do you have any final pearls of wisdom for our readers?
SG: My first three suggestions are research, research and research. 
From there, get a support team that has your back at all times. 
If they don’t respond quickly to any and all of your questions and 
concerns, then you are not at the top of their list and you should 
move on. Last, make sure that everyone you speak to signs a non-
disclosure agreement.  

For information, visit www.calltheshot.biz.

Edie Tolchin has contributed to Inventors Digest 
since 2000. She is the author of Secrets of Successful 
Inventing and owner of EGT Global Trading, which 
for more than 25 years has helped inventors with 
product safety issues, sourcing and China manufac-
turing. Contact Edie at egt@egtglobaltrading.com.
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W e are fortunate to live in a world in which most of our 
basic needs are met, and we can focus on pursuits of 
leisure and passion. Despite numerous modern con-

veniences, there are still troublesome annoyances in life. Jose-
phine Dabish Fermanian is a woman who prefers to see these 
little annoyances as problems begging for unique solutions. The 
self-proclaimed Mother of Innovation began her inventor jour-
ney with an organic cleaner—Germs Begone—that came to be 
because she and her son had a sensitivity to cleaning chemicals. 
She has since developed other products that help us live healthi-
er, safer and cleaner lives. 

A former high school teacher, Dabish Fermanian says the in-
venting bug hit her after repeatedly feeling ill from the effects 
of the chemicals used to clean her classroom. “I felt like there 
was something sitting on my chest,” she says. Dabish Fermanian 
knew there had to be a way to kill germs without harsh chemi-
cals, but she didn’t get serious about finding a solution until after 
her son, Roman, was born in 2004. 

After un-satisfactorily trying eco-friendly cleaners purchased 
at the local health-food store, Dabish Fermanian set out to create 
her own. She began with a recipe her grandmother had learned 
from her housekeeper that had been passed down through the 
family. The natural, bleach-free cleaner was a blend of essential 
oils and Castile soap. Dabish Fermanian experimented with the 
blend at home and gave samples to her friends to test side-by-
side with name-brand cleaners. 

After three formulations, Dabish Fermanian had a blend that 
she and her test crew thought worked well. However, she had 
only anecdotal evidence, and she wanted real data to bolster her 
claims. A graduate of the University of Michigan, Dabish Ferma-
nian returned to her alma mater for help. She was put in touch 
with the chemical testing lab at the University of Michigan in 
Dearborn, where lab technicians put the formula through stan-
dard testing protocols and found it was every bit as good as the 
chemical-based cleaners made by leading manufacturers.

photos cour tesy of josephine dabish fermanian
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Queen of Clean
Josephine Dabish Fermanian Innovates Healthy Choices
BY JEREMY LOSAW

Josephine Dabish Fermanian developed her organic cleaner, Germs Begone, 
after her son, Roman, developed a  sensitivity to cleaning chemicals. 
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Trade Secrets
Realizing the value of her product, Dabish Fermanian filed for a 
provisional patent on the formula for Germs Begone to protect her 
interests when discussing her product with potential manufactur-
ers. She later opted not to pursue a utility patent because the value 
she would receive from the patent was not worth the price of the 
legal fees for filing. Instead, she let the application lapse and contin-
ued to manufacture Germs Begone as a trade secret. 

The next challenge was locating a factory to manufacture 
Germs Begone. Dabish Fermanian’s goal was to keep the prod-
uct, including the bottles and labels, produced in her native state, 
Michigan. She researched manufacturers online and followed up 
on leads over the phone. After six months, she was able to find 
factories in Michigan to make the cleaner, bottles and trigger. 

During her sourcing search, Dabish Fermanian was tempted 
with big-money offers to have the product made overseas, but she 
was more concerned about keeping jobs in the states than grow-
ing the business quickly. “I had offers to license the product and 
have it sold all over the world under a different name, but I said, 
‘No. I’m keeping it Michigan,’ ” says Dabish Fermanian. 

After a year of work—and a $3,500 investment, which Dabish 
Fermanian financed with savings and credit cards—Germs Be-
gone was bottled and ready for market. Dabish Fermanian es-
tablished an ecommerce site to sell the product, and several local 
stores agreed to carry it. Word about the product’s effectiveness 
spread quickly. 

Josephine Dabish Fermanian’s 
Advice for Inventors

• �I don’t own a patent. My current opinion is that if you 
think you can license your product to a company, go 
with a provisional patent, which buys you a year.

• �Find another party to invest in the patent if you really 
need one. 

• �Do your research and figure out which companies would 
benefit from having your invention in their product line. 

• �Many companies will refuse to see products that either 
come from outside sources or are non-patented ideas. 
Don’t give up.  

• �Make sure no one else has a product that fulfills that need.

• Keep your day job because nothing happens overnight. 

Editor’s Note: For more information on trade secrets, read A Fear of 
Trade Secret Trolls Is Unfounded on page 39.

“I was sourcing locally before people 
understood the concept.” 

— JOSEPHINE DABISH FERMANIAN

Get a Grip, a non-slip strip that prevents 
towels from falling onto the floor, took  

five years to develop.
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In 1965, I was one of the handful of organizers of the Patent 
Library in Sunnyvale, Calif., which was one of the first facili-
ties outside Washington, D.C., where inventors could con-

duct research on their brainchild. The facility still exists, but it 
is now overshadowed by the October 15, 2015 opening of the 
United States Patent and Trademark Office in San Jose, Calif.

Over the years, I have been privileged to work with a vari-
ety of inventors, beginning in the 1940s with my father, Philip 
J. Udell, and his several household products. At that time, dis-
covering the patentability of a product was difficult. Inventors 
could not afford to go to Washington to look at the files of pre-
viously patented inventions, and personal computers and the 
Internet did not exist.

However, this past October, on land that was once filled with 
apricot orchards and tomato fields, I, along with several hun-
dred people, attended the grand opening celebration of the new 
Silicon Valley location of the United States Patent and Trade-
mark Office. The office, which is a smaller version of the main 
one in Alexandria, Va., will connect the world-renown center of 
technology, business venture and creativity to government re-
sources. Inventors will have the opportunity to meet directly 
with the judges and examiners who will help forge the future 
growth of this high-tech, economic sector of the country.

 — Lawrence J. Udell

Birth of the New Future
THE USPTO OPENS IN SILICON VALLEY

Jeremy Losaw is a freelance writer and  
engineering manager for Enventys. He was the 
1994 Searles Middle School Geography Bee 
Champion. He blogs at blog.edisonnation.com/
category/prototyping/.

Dabish Fermanian made her first commercial sale at her son’s 
preschool after she began using it to clean her son’s table as an al-
ternative to the bleach solution used before snack time. Soon, the 
other teachers requested to use it, too, and eventually, the pre-
school purchasing agent began buying Germs Begone for all the 
classrooms. Dabish Fermanian’s most recent sale was to Kroger, 
which will place the product in 28 stores in 2016. 

A Name to Remember
When Germs Begone customers began clamoring for a hand 
sanitizer, Dabish Fermanian developed all-natural “Wash Your 
Hands,” so named because that was what she told her son before 
meals: “Wash your hands.” Dabish Fermanian says that the right 
name is crucial to the sales of any product. This is evident when 
examining the simple yet descriptive labels on her other inven-
tions: Get a Grip, Glow Knob and Clean Woman. “You need to 
come up with a name people will remember,” she says. 

Get a Grip is a non-slip strip that quickly attaches to a towel bar 
to prevent towels from falling onto the floor. Dabish Fermanian 
says it took five years to develop the product because she wanted 
to use recycled material that was made in the United States. “I was 
sourcing locally before people understood the concept,” she says. 

She also helped develop the Clean Woman motion-activat-
ed feminine disposal system to create a more sanitary experi-
ence in women’s public restrooms. “I partnered with a Canadian 

company called Frost to produce Clean Woman,” she says. “I 
was building a box and discovered the company had something 
that would work for me, so we combined our product and Clean 
Woman was co-branded.” The disposal system, which also took 
five years from start to finish to develop, has been sold to super-
markets, office buildings and hospitals in Michigan. “The key to 
any product is finding a solution to everyday wants and needs,” 
Dabish Fermanian says.

Glow Knobs was her answer to knocking over lamps in the 
middle of the night. As you might imagine, the glowing knobs, 
which replace regular switches on lamps, guide your eyes so that 
turning on a lamp on in the middle of the night is a little safer. 

Dabish Fermanian says there are more innovative products on 
the way, but it is too early in the development process to discuss 
them. She will admit, however, to one she’s working on that will 
“revolutionize the way we clean our teeth.” It will be another jew-
el in the crown of the Queen of Clean. 
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LANDER ZONE

In my November column, I suggested proceeding without a 
patent as one option in the event that H.R.9 is passed. This 
bill contains a clause that obligates the loser of a patent law-

suit to pay for the other party’s legal expenses. This would make 
the enforcement of patents through the courts impractical due 
to the high risk of losing and facing legal expenses that could 
bankrupt the average inventor. Only wealthy individuals or me-
dium- to large- size companies ordinarily have the money to take 
on such litigation. This month I address whether or not to apply 
for a patent.

Since the inception of the Patent Office in 1790, patenting has 
been viewed as a legitimate means to limit competition and profit 
from producing and marketing inventions, or licensing patents. 
But the high cost of preparation makes patents expensive: Aver-
age costs are around $900 per page. Assuming your invention is 
not complicated, your application may consist of 10 pages and 
perhaps 10 claims. But if the rejections that are cited in your first 
“office action” are difficult to rebut, the total cost could exceed 
$10,000. Assuming your objective is to produce and market, you 
must ask yourself how long it will take to repay yourself out of 
presumed profits for this investment.

Licensing Without a Patent
In my many years as a corporate product designer, independent 
inventor and advisor to a few thousand inventors, I have never 
known a case in which an inventor has licensed the rights to his 
invention without having a patent or a patent application on file. 
Although there is at least one author who claims it is possible, 
I would never advise an inventor to try it. Today’s corporate 
presumption is that everything is in the public domain until an 
inventor proves it isn’t by getting a patent on the invention.

Producing and Marketing Without a Patent
This decision depends on the profit potential of your product, 
which is unknown until you tool, produce and offer your product 
for sale. Let’s face it: You have to be a cockeyed optimist to even 
think about inventing for profit. Most of the time the potential 
imagined is overstated, at least in the early stages before the pro-
duction processes have been optimized and the most economical 
sources of materials and components have been found. 

An invention is an investment, and common business wisdom 
advises that a typical new-product investment must pay itself 
back in two to three years. At the rate of change in technology 

That Is a Very Good Question
 BY JACK LANDER
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today—not only in high-tech but almost all non-commodity 
products—inventions run the risk of being obsolete before the 
patent is paid for.

How can you protect your new product without a patent? 
Consider these alternatives:

• �Invent for a limited market. As a producer of a low-volume 
niche product, you will find your competitors to be mainly small 
businesses that have limited time, finances and other resources to 
manufacture a copycat product, unless that product fits well into 
an established product line that already has a functioning market 
channel. The often high-dollar investment in tooling a product—
in particular, one that is plastic injection molded—acts as a deter-
rent to a would-be competitor, especially if there is any question 
about whether the market can sustain two producers.

• �Stay under the radar. If potential competitors are to copy prod-
ucts, they must first discover them and assess their popularity. 
Most inventors do not have the money for extensive advertising 
early in the marketing process; thus the product may remain ob-
scure to potential competitors for several months or more. 

		  By keeping a low product profile, except in communications 
directed at potential customers, you gain a distinct advantage. 
Business people seldom copy products that don’t show signs of a 
significant sales history. Discovering a product’s success depends 
on watching it for a while. For example, if a product appears in 
issue after issue of a catalog, a potential competitor will know 
it is selling well enough to consider copying. Once the deci-
sion to copy is made, it may take several months to tool up and 
fill the pipeline.

• �File a provisional patent application. If you’ve done a pat-
ent and product search, and believe your invention is novel, you 
can write and file your own provisional patent application. This 
allows you to state “patent pending” on the product for a year, 
which is the term of a provisional patent. Such warning should 
create hesitancy in a potential competitor. It also provides time 
to evaluate your product’s potential and file for a utility patent if 
sales meet or exceed your dreams.

• �Be first in the market. When catalogs were the inventor’s main 
market-entry channel, it was advantageous to be first. Many cat-
alogs preferred one-of-a-kind products, rather than two or more 
of the same type. One of my clients developed a product that was 
distinctly superior to the product catalogs were selling. However, 
when she submitted her product, she was told the company al-
ready had essentially the same product and didn’t need another.

		  Amazon, however, has significantly reduced the advantage of 
being first in the market. It is not uncommon to find several com-
peting products that perform the same function on Amazon. 
We don’t know or care which producer got to Amazon first; 
we simply look for features, benefits and price, and take into 
account customer ratings.

		  Catalogs tend to be more restrictive. They carefully guard 
their return on investment on catalog space, making it advanta-
geous to the inventor to submit a truly novel product. Catalogs 
depend on novel products, whereas Amazon sells both novel 
and well-established products.

• �Be second in the market. The first producer is not always 
the most successful. The No. 2 producer may see the flaws in 
No. 1’s products and enter the market with an improved ver-
sion. The advantage is that the market is already established. 

		  Understand: I’m not against patents. I have several and no 
doubt I’ll have a few more before I decide to plunk down in my 
rocking chair and tell my great-grandchildren about how I al-
most became a multimillionaire. But I’m concerned about the 
effectiveness of the protection they will provide if H.R.9 with 
its “loser pays” clause passes. Fortunately, Inventors Digest will 
keep us well informed of its status. 

As a producer of a low-volume niche product, you will find your competitors
to be mainly small businesses that have limited time, finances and other

resources to manufacture a copycat product, unless that product fits well into  
an established product line that already has a functioning market channel. 

Jack Lander, a near legend in the inventing 
community, has been writing for Inventors Digest 
for 19 years. His latest book is Marketing Your 
Invention–A Complete Guide to Licensing, 
Producing and Selling Your Invention. You can 
reach him at jack@Inventor-mentor.com.
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J ames Dyson began his remarkable career the same 
way many innovators do: He was frustrated by a 
problem and set out to find a solution. The differ-
ence between Dyson and most inventors, however, 
was his almost fanatical conviction to see his ideas 

successfully developed. This trait became markedly apparent 
the day he dismantled an expensive Hoover to find out why 
it wasn’t effectively picking up debris and began a five-year 
pursuit of the perfect vacuum cleaner. 

Dyson’s name is now synonymous with the results of his 
dogged determination—the DC01—as well as the multi-bil-
lion dollar company that was founded upon it, but the early 
years of Dyson’s inventor journey were filled with at least as 
many failures as successes, which Dyson takes in stride. “Fail-
ure is the key to success,” Dyson says. “Success is made of 99 
percent failure.” 

A former student at Byam Shaw School of Art, where he met 
his wife, Dierdre, and a graduate of London’s prestigious Roy-
al College of Art, Dyson studied interior and furniture design 
before turning his attention to industrial design. Those three 
disciplines—art, design and engineering—provided Dyson the 
perfect confluence of talent and skill to develop products that 
were aesthetically pleasing as well as functionally engineered. 

Dyson began his career at Rotork, where he helped develop 
the Sea Truck, a high-speed, flat-hulled fiberglass landing craft 
that could deliver cargo where no harbor or jetty was available. 
In 1975, he won the first of many design awards, the Duke of 
Edinburgh’s Special Prize, for the Sea Truck. 

Dyson struck out on his own in 1974 with his Ballbarrow, 
the first major update to the wheelbarrow since medieval 
times. An avid gardener, Dyson’s frustration with his wheelbar-
row getting stuck in the mud led him to develop the improved 
design, which featured a large plastic ball rather than a wheel in 

photographs cour tesy of dyson ltd.

Suck
It Up

James Dyson Discovers 
The Power Behind a  

Great Vacuum
BY CAMA MCNAMARA
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James Dyson with his son Jake in 
an Austin Mini Cooper, which is on 
Dyson’s list of design icons.
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the front. The ball provided greater stabil-
ity for carrying heavy loads and increased 
maneuverability across rough terrain. 

The Ballbarrow led to the establishment 
of Dyson’s first company, his second hon-
or, Building Design magazine’s Innova-
tion Award in 1977, and the understand-
ing that a simple ball was far more than a 
plaything. It also taught Dyson the value 
of a patent. Naively, Dyson had assigned 
his patent to the company he formed with 
partners. Despite the popularity of the 
Ballbarrow, he made little money from 
the invention after he was squeezed out of 
his ownership stake in the business over a 
marketing strategy dispute. 

Revolutionary Forces
The lessons learned from this experience 
proved invaluable when, in 1979, Dyson 
began work on the invention that would 
make his an international household name. 
Dyson was in the process of renovating a 
home and cleaning debris when he decid-
ed to take his expensive vacuum apart to 
see why it was leaving dust and dirt behind. 

He found the motor design had inher-
ent flaws that caused clogging and reduced 
suction. In 1979, he established Dyson Ltd. 
and focused his attention on reinventing 
the household cleaner.

“He would be in the cellar day after day, 
night after night, trying to form a perfect 
plastic cone (with a machine). That’s my 
most vivid memory—of him losing his rag 
each time it went wrong. But then I also 
remember when he came upstairs with the 
perfect one,” his son Jake said in an April 
2015 interview in FT Magazine. 

Over a grueling five-year period, dur-
ing which Dierdre supported her husband 
and their three children as a teacher, Dy-
son built 5,127 prototypes before he re-
alized success. His reward, in 1983, was 
the DC01, a bagless vacuum cleaner with 
Dual Cyclonic technology that relied on 
centrifugal force to separate the dirt from 
the air and revolutionized the vacuum 
cleaner industry.

Yet, Dyson’s struggle was far from over. 
The industry was not ready for such an un-
usual dirt-sucking beast. For several years, 
Dyson canvassed his technology to major 
vacuum manufacturers, who scoffed at the 

bagless vacuum. Replacement bags were 
profit generators, and company executives 
didn’t think consumers would want to see 
the dirt and dust a vacuum collected. 

“Say Goodbye to the Bag”
In 1986, Dyson decided to take his vacu-
um to Japan, where he managed to break 
into the market. Encouraged by this suc-
cess, in 1993 Dyson opened a research 
center and factory in Malmesbury, Wilt-
shire. Two years later, and 10 years after 
his initial idea, he managed his first break-
through in the United Kingdom with a 
television commercial that featured him 
telling viewers to “say goodbye to the bag.” 
Consumers took Dyson at his word, and 
in 1995, the DC01 became the best-sell-
ing vacuum in the United Kingdom. The 
product was launched in the United States 
in 2002 with instant success.

Dyson followed his original vacuum 
cleaner with a series of improved vacu-
um designs and new household appliance 
technology—from the commercially un-
successful CR01, a washing machine with 
two drums spinning in opposite direc-
tions with a 15-minute cycle—to the high-
ly popular Dyson Airblade, a hand dryer 
that uses 420-mph sheets of air to scrape 
water off hands, like a windshield wiper. 

One of Dyson’s most recent develop-
ments is the Dyson Air-Multiplier, which 
uses Air Multiplier™ technology to am-
plify air 15 times, expelling 119 gallons 
of cool, smooth, uninterrupted air—
with no blades. Dyson recently entered 
the highly competitive robotic vacuum 
cleaner market with the 360 Eye. It fea-
tures 360-degree scanning and mapping 
for navigation, cyclonic dust separation, 
a custom-designed digital motor for high 
suction, tank treads for traction and a user 
interface via an app.

Award-Winning Design
Since the introduction of the DCO1 in 
1993, Dyson has received numerous 
awards including Design Week’s Designer 
of the Decade in 1999 and 2000, the Japan 
Industrial Designer’s Association award in 
2002, The Queen’s Award for Innovation 
in 2004 and The Queens Award for Inter-
national Trade in 2006. 

Three disciplines— 
art, design and 
engineering— 

provided Dyson 
the perfect 

confluence of talent 
and skill to  

develop products  
that were 

aesthetically  
pleasing as well as  

functionally 
engineered.

The Dyson Cinetic Big Ball Animal+Allergy 
vacuum has zero filter maintenance and is 
engineered to remove allergens.
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The University of Bath presented Dyson 
with an honorary doctorate degree in en-
gineering, and he was selected as a Fellow 
of the Royal Academy of Engineering in 
2005. One of Dyson’s greatest honors was 
his appointment as a Knight Bachelor in 
the 2007 New Year Honors. In addition, 
he has served as provost of the Royal Col-
lege of Art since 2011. 

Global Future 
Over the course of 22 years, Dyson’s com-
pany has literally transformed from one 
man working in his basement to a global 
technology firm that employs thousands 
of workers. Sir James Dyson continues to 
work alongside his team of nearly 4,000 
engineers in the development of new 
ideas and products. His interest in the 
engineering field and the decline of en-
gineering graduates, who are vital to the 
cause of innovation, have spurred him to 
commit millions of pounds to U.K. uni-
versities, including £12 million to the Im-
perial College London to fund a school of 
design engineering. 

Amidst the company’s exponential 
growth, Dyson has also returned to his 
roots, so to speak. With the purchase of 
a 3,000-acre estate in Lincolnshire his 
total land ownership in England is now 
25,000 acres—more than Queen Eliza-
beth. His farm in Lincolnshire even sup-
plies vegetables to local markets. “I grew 
up in agricultural north Norfolk. As a 
schoolboy and college student, I used 
to spend my holidays working on lo-
cal farms harvesting potatoes, sprouts, 
parsley and blackcurrants,” he said in an 
interview with The Telegraph. Perhaps 
Dyson’s next big thing is related to farm-
ing. Dirt seems to course through his veins. 

Replacement bags were profit  
generators, and company  
executives didn’t think consumers 
would want to see the dirt and 
dust a vacuum collected.

Inventors Digest recently had the  
opportunity to ask the inventor,  
entrepreneur, industrialist and  
philanthropist about his inspiration,  
his philosophies and his goals for  
the James Dyson Foundation.

Inventors Digest: What were your favorite hobbies as a 
young boy?
James Dyson: I volunteered to play the bassoon in the school 
orchestra. When I first saw the instrument, I was horrified. It was 
introduced as “the most difficult instrument in the orchestra,” 
which, of course, meant I had to conquer it. Unfortunately, I 
have now had to put bassoon playing on the back burner, but 
it was good fun.

I also enjoyed long-distance running. I was quite good by 
time I turned 14. I would get up at six in the morning and run 
on the beach in Norfolk. Running taught me the physical and 
psychological strength that keeps you competitive. 

ID: How and why did you switch from furniture and  
interior design to engineering? Who inspired you?
JD: I wanted to design with functional materials. At the Royal 
College of Art I took the leap from furniture design to industrial 
design, which was a chance to get my hands dirty, working with 
plastic and stainless steel. And so began a lifelong passion for 
functional design.

After graduating from the RCA, I was employed by local en-
gineering company Rotork, where I designed my first project, 
the Sea Truck—a high-speed landing craft. Working alongside 
Jeremy Fry, I learnt to adopt an Edisonian approach to design, 
making prototype after prototype until you get it right.

ID: What were the main lessons you taught your children 
about life? Inventing?

JD: I admire the idea of wrong thinking, so I’ve always 
encouraged them to go out and try their own ideas, even 

if they’re not particularly conventional. Especially if they’re 
not conventional! I want my children to be free thinkers, and I 

happen to think they’re doing quite well at each following their 
own paths—an inventor and engineer, a record label executive 
and a fashion designer.

AM09 is Dyson’s 
latest Air Multiplier™ 

and first fan heater 
to use Jet Focus 

technology.
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ID: What is the most important characteristic of an innovator?
JD: The most important qualities to me are a willingness to try 
new things, acceptance of failure when it comes, and persever-
ance to keep trying. 

ID: What inspires you to innovate?
JD: To me, nothing beats the thrill of invention. Letting people 
go out and try their ideas, getting them totally involved and 
unleashing new thinking. They’re not bound to any methodol-
ogy; in fact, the stranger and riskier, the better. 

ID: Do you invent to solve problems or create opportunities?
JD: At Dyson, it’s not as clear-cut as that. If we can make some-
thing that already exists even better, we will. And we have large, 
dedicated teams working on advancing our current machines. 
But our focus is on also inventing and investing in new technolo-
gies, even when we aren’t sure of their application yet.

ID: What fascinated you so about vacuum cleaners?
JD: It was more frustration that proved the mother of invention. 
In the late ‘70s, I bought a top-of-the-range vacuum cleaner and 
was immediately frustrated with how it instantly clogged and 
lost suction. My engineer’s instinct kicked in. I ripped open the 
bag and noticed a layer of dust inside clogging the pores. This is 
a fundamental flaw with vacuum technology, which went unde-
tected and unchallenged for almost 100 years. I was determined 
to develop a better vacuum cleaner that worked properly.

During a chance visit to a local sawmill, I noticed how the 
sawdust was removed from the air by large industrial cyclones. 
So I took the vacuum apart and rigged it up with a cardboard 
cyclone. While it didn’t look great, it picked up more dust than 
the old bagged machine. After 5,127 prototypes, I had the first 
working vacuum cleaner with no bag.

ID: What is your design process, in general?
JD: It all begins with a problem. You see a problem you can 
solve, and you proceed in one of two ways: You either develop a 

technology to solve that problem or you happen to come across 
a technology that solves that problem. Either way, the key is 
having the freedom to tinker, test, prototype, fail and try again. 
You never really know what working on one problem may lead 
to; often it can become the solution to something completely 
different and very exciting. That’s part of the fun. Our Airblade 
hand dryer is a prime example: A failed application in one tech-
nology led to a fast and more effective hand-drying solution.

ID: Do you have a favorite method for developing 
prototypes?
JD: When I first started inventing, the best way to make pro-
totypes was with cardboard. Today, it’s a bit more advanced—
CAD and SLS modeling. But I encourage my engineers to start 
with a cardboard prototype and see if it (the idea) will actually 
work. It’s not always just thinking of an idea; you have to make 
sure it can work.

ID: How many patents do you own?
JD: Dyson holds over 3,000 patents for over 500 inventions, but 
that number grows almost daily.

ID: What advice can you give readers about marketing 
products?
JD: I’m no marketer; I’d rather be in the lab, but there was a 
time I didn’t have that luxury. Once I had my first cyclonic vac-
uum cleaner, I traipsed around the globe trying to convince 
vacuum manufacturers to take on my idea. No one would have 
it. I was told people don’t want to see their dust in the bin. I 
was laughed off by every vacuum and appliance company you 
could think of. So I decided to do it by myself—like any other 
vacuum cleaner salesman. I showed people what it did, why it 
was different and why it performed better. I didn’t give up until 
I sold my first model in Japan. Today, I live by the same man-
tra. Take risks, fail. Then try again. Don’t give up on an idea you 
believe in.

ID: Are there “green” products in your future?
JD: Engineers don’t start out to make something “green.” They 
set out to make something that works better. To really achieve 
that goal, you have to do more with less. I took that approach 
over 20 years ago when designing our first vacuum. And we 
take that same approach today. For us, it’s not green engineer-
ing, but rather lean engineering. We need real advancements in 
sustainable design, not just green products.

ID: Are you working on any new projects you can discuss?
JD: There would be too many to relay, even if my IP lawyers 

James Dyson talks to 
future engineers at 
the USA headquarters 
of the James Dyson 
Foundation. 
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would let me. We work on a pipeline of technology that spans 
25 years. Some of the projects make it to market; some don’t. 
But we learn from the failures. Right now a lot of my focus is 
on our range of environmental control products—fans, heaters, 
purifiers and humidifiers. We’ve tackled clean floors, but there’s 
still so much to be done about indoor air quality. It can be up to 
100 times worse than air quality outdoors. We’re working on a 
few projects to help solve that problem. 

ID: Describe the James Dyson Foundation and what you 
hope to accomplish through it.
JD: We have a profound shortage of engineers worldwide, and 
if we don’t show students early on that it is an interesting and 
viable career path, that shortage will only grow. I started my 
Foundation in 2002 in the United Kingdom and brought it to 
the United States in 2011 to inspire young people to get in-
volved with engineering. 

My aim is to allow them to get hands-on training in engineer-
ing—think of problems, invent solutions, prototype, test, test 
again. The Foundation runs workshops in schools and sends 
Engineering Boxes out to any school that requests them. These 
are free reverse-engineering kits that allow students to disas-
semble a Dyson machine to discover how and why it works. 

This year, the Foundation partnered with the City of Chicago 
to set up three state-of-the-art design and engineering labs in 
three Chicago Public Schools. Each school will receive indus-
try-standard equipment for student use. And that’s all just in 
the primary and high school level. 

We also run a global design competition at the college and 
post-graduate level called the James Dyson Award with a sim-
ple brief: Design something that solves a problem. Some of the 
inventions that come from young people are truly astounding. 

ID: What innovator—living or deceased—do you most 
admire and why?
JD: One of my heroes is Buckminster Fuller. He turned me into 
an engineer when, as a student, I discovered him in the mid-60s. 
He worked on his own, developing these light, geodesic struc-
tures when everyone else worked with concrete. His inventions 
were slightly mad, but they sparked the inventor in me. 

What Makes James Dyson Tick?
• �Family: Wife, Dierdre, and three children: Jake, a lighting 

designer, engineer and heir apparent to Dyson; Sam, a 
record label executive; and Emily, a fashion designer.

• �Favorite foods: Cantuccini and jasmine tea

• �Favorite book: Olives: The Life and Lore of a Noble Fruit, 
by Mort Rosenblum 

• �Favorite song: Bob Dylan’s Simple Twist of Fate

 · �He spends Sunday afternoons: Gardening, landscap-
ing, especially digging trenches with his JCB excavator

• Favorite movie: Flash Of Genius 
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T he last weekend in September, Amazon and Edison Na-
tion teamed up for the Amazon Inventions Tour. Held at 
the Infinite Energy Center in Duluth, Ga., the event was 

designed for inventors to pitch their ideas, with the ultimate goal 
of selling their products on Amazon. Attendees had the oppor-
tunity to make their pitches and network with inventors, entre-
preneurs and company founders. They also heard from industry 
leaders, including Tom Charron, vice president product mar-
keting, 3D Systems; Anthony Knight, acting commissioner, Of-
fice of Innovation Development, United States Patent and Trade-
mark Office; Kate Drane, senior director of outreach for Tech and 
Hardware, Indiegogo; and Jason Feldman, director of Global In-
novation, Amazon. These experts spoke on topics ranging from 
prototyping and crowdsourcing to branding and licensing. 

Inventors and startups with new, innovative products ready 
to market met with members of the Amazon team, who were 
looking for inventory to sell on the new Amazon Launchpad 
site. Inventors still in the idea or prototyping stage pitched their 
ideas to the Edison Nation team in hopes of landing a licens-
ing deal. 

I was a member of the Edison Nation contingent, which split 
into American Idol-style judging teams composed of at least 
one member from the various disciplines of industrial design, 
licensing and engineering. We set up behind dramatic black-
clothed tables in rooms that were big enough to host a soccer 
match and gave inventors seven minutes to explain their ideas. 

Giving a pitch is a nerve-wracking experience, and the stakes 
are high. After two days of listening to numerous pitches, I noticed 

PROTOTYPING

The Power of the Pitch
Four Preparation Pointers 

BY JEREMY LOSAW
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that all of the inventors had immense passion for their innova-
tions, but some did a much better job of communicating their 
ideas. No matter how good an idea is, the chances of getting in-
vestors, landing a licensing deal or selling a product at a trade 
show may hinge on the quality of the pitch. With plenty of prac-
tice and a prototype in hand, you can maximize your chances for 
a positive result. Following are a few pointers to improve your 
next pitch. 

 
Don’t Bury the Lead
By far, the most frustrating mistake made by the inventors was 
not explaining the product’s purpose or function early in the pre-
sentation. In many instances, after five minutes, I still had no 
idea what the product was or what it did, which left little time 
for discussion. 

The Edison Nation team was skilled and kind enough to ask 
probing questions and extract the idea, but other groups may not 
be so forgiving. A great way to pitch a mousetrap would be to say, 
“I became frustrated by mice running through my house, so I de-
signed a device to trap them. It has a wooden base with a spring-
loaded gate and a food tray. When the mouse steps on the food 
tray, the spring releases the gate and it unwinds rapidly, killing 
the mouse.” You need to quickly and concisely state the prob-
lem and your proposed solution as early as possible in the pitch to 
keep your audience interested.

Background Story Is Okay, but in Moderation
Every product that makes it to market has an interesting story. 
There are bins full of prototypes, the magical trip to the hardware 
store that saved the day, and that time “it almost burned down the 
garage.” The trials and tribulations of the process are what make 
inventing and product development so much fun. These stories 
are great for sharing with family or fellow inventors, but they can 
be a drag on a pitch. Background stories can add flavor and con-
text, but when speaking to someone unfamiliar with the product, 
the presentation needs to stay at a professional level and be in-
teresting to avoid losing your audience’s attention. James Dyson 
made 5,127 prototypes before he came up with the bagless vac-
uum cleaner, but you would lose your mind if you had to sit in a 
room and listen to a story about each one. 

A good background story for the mousetrap might be: “My wife 
and I like to eat cheese curds while practicing our ballroom danc-
ing at home. One day, a mouse scampered through the living room 
toward our cheese bowl. My wife freaked out amid the fox-trot 
and stepped on my toe so hard that I fell over and crashed into the 
lamp. I had to go to the emergency room and get four stitches in 
my forehead. After that I knew I had to find a way to get the mice.”

Rehearse Your Pitch
No activity performed well is done without practice, and this 
goes for pitching a product. One of the best pitches I saw at the 
event was from a gentleman who came in with an idea for exer-
cise equipment. The product was novel, but the presentation was 
outstanding. In just four minutes, he talked through the history of 
the product and its benefits, all while doing 20 different exercises. 
He was a fit guy, but by the end, he was sweating. More impor-
tant, the panel had a crystal-clear picture of his concept and asked 
very few questions. It was obvious he had practiced the routine a 
number of times, and it helped him communicate his concept. Of 
course, not everyone has great charisma or a knack with words, 
but rehearsing your pitch will help you understand your own con-
cept better and give you the confidence to communicate the idea.

Prototypes Are Gold
You could pitch a product to someone who does not speak your 
language and it would likely go well if you had a prototype to help 
tell the story. Seeing an idea in three dimensions is immensely 
helpful in communicating a new innovation. The ideal prototype 
functions perfectly and looks like a finished product, but much 
simpler prototypes can be just as compelling. Bringing a proto-
type, even if it is made from simple household materials such as 
paper, wood or PVC, shows you have put  significant thought into 
the form and function of the innovation. Be sure to transport the 
prototype in an opaque package. You don’t want to accidentally 
have a public disclosure. Also, be sure that if the prototype re-
quires a consumable, like water or batteries, you have spares on 
hand to replenish. 

Edison Nation’s Doug Dolan, Rae McNeil, Carlos Perez 
and Scott Dromms prepare to hear pitches.

“Giving a pitch is a nerve-wracking  
experience, and the stakes are high.  

After two days of listening to numerous 
pitches, I noticed that all of the  

inventors had immense passion for 
their innovations, but some did a much 

better job of communicating them.”
 — JEREMY LOSAW
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EYE ON WASHINGTON  

In October 2010, the United States Patent and Trademark Office 
announced the adoption of more comprehensive procedures 
for measuring the quality of patent examination. The new 

procedures evaluated seven diverse aspects of the examination 
process to form a more comprehensive composite quality metric. 
The composite quality metric is designed to reveal the presence of 
quality issues arising during examination and to aid in identifying 
their sources so that problems may be remediated through train-
ing, and the presence of outstanding quality procedures can be 
identified and encouraged.

The Patent Office is also pushing a patent quality initiative.“The 
innovation that is fostered by a strong patent system is a key driv-
er of economic growth and job creation” is how the United States 
Patent and Trademark Office began the Federal Register Notice 
announcing the new patent quality initiative in early February 
2015. “Quality is two-fold—both internal and external,” Deputy 
Commissioner for Patent Quality Valencia Martin-Wallace ex-
plained during a March 2015 conversation with IPWatchDog. 
“We want to make sure we are delivering quality to stakehold-
ers…patents that can stand up in the courts.”

Despite the talk about patent quality, several months ago it was 
revealed that one particular patent examiner had fraudulently 
submitted time sheets claiming pay for more than 700 hours of 
work not performed. Referred to as “Examiner A” in the report, 
the examiner in question also received extraordinarily low per-
formance evaluations, including a reprimand for poor quality 
on nine separate occasions. This leads to a very difficult ques-
tion for the Patent Office: Why was Examiner A even working 
as a patent examiner?

While improving patent quality is a fine goal, the episode with 
Examiner A shows what many in the patent bar know to be true. 
There are some patent examiners who produce very low quality 
work, some who struggle to speak and write in English, and oth-
ers who refuse to give serious and thoughtful consideration until 
the patent applicant has filed an appeal brief. 

These and other hurdles placed in front of applicants do noth-
ing but frustrate the very purpose of having a patent system, which 
is to recognize and reward innovation. Worse, the public has  
already received the benefit of the bargain through publication of 

the patent application, so in effect, what recalcitrant patent exam-
iners are doing is unilaterally refusing innovators the benefit of 
their bargain after the value has been provided.

Patent Examiners Not Equal
While the overwhelming majority of patent examiners take the 
job very seriously, those who do not are severely damaging the 
patent system they are supposed to be serving. They are also dam-
aging the reputation of all patent examiners and calling into ques-
tion the quality produced by the Patent Office. While a minority 
of patent examiners frustrate the system, the fact that there are 
any such examiners is unfair to patent applicants and the over-
whelming majority of hard working and dedicated examiners.

The situation with Examiner A, however, spotlights the inabil-
ity of the Patent Office to get rid of patent examiners who are rou-
tinely cited for inferior quality and casts doubts on the Patent 
Office quality initiatives. Until the Patent Office can address 
obstinate patent examiners and those who continually fail to 
meet quality expectations, how can the Office truly address the 
problem? 

If the Patent Office cannot fire an examiner for inferior work, 
how can the Office seriously expect that any of its initiatives will 

Patent Quality
Is Much Ado
About Nothing
WITHOUT BETTER PATENT
EXAMINER CONTROLS BY GENE QUINN

r
o

b
u

a
r

t/
is

to
c

k
/t

h
in

k
st

o
c

k



DECEMBER 2015   INVENTORS DIGEST 	 33

do anything to increase quality? How can the Patent Office real-
istically put any more burden on applicants and patent practitio-
ners without similarly putting pressure on those examiners who 
unreasonably and unnecessarily stand in the way of applicants?

Federal Employment Guidelines
Unfortunately, there may be very little the Patent Office can do. 
The federal government has an outdated civil service system that 
fails to hire the best employees by only allowing agencies to in-
terview those who score the highest on a written application 
submitted through USAjobs.gov. Points are given for previous 
federal work or military experience, regardless of whether it is 
relevant to the job. Similarly, points are given for minorities and 
disabilities, again without regard to job suitability. Thus, the per-
fect applicant for a position, who has never been employed by 
the federal government, is not a minority or is not disabled, can 
easily score fewer points than someone without the appropriate 
background or training for a position.

Although not impossible, firing a federal employee who has 
worked past his probationary period is extremely difficult. 
“Very few federal employees—in the hundreds, not the thou-
sands—are ever fired on the basis of poor performance,” said 
Paul Light, a professor of public service at New York Universi-
ty, in a 2007 article published by PolitiFact on the issue. In the 
same article, Don Kettl, a professor at the University of Penn-
sylvania, agreed. “The federal civil service is hamstrung by an-
tiquated rules,” he said. “We need to make it easier to fire poor 
performers.”

Sadly, since 2007, when the issue of removing under-perform-
ing federal workers came up during the Obama-McCain presi-
dential campaign, nothing has changed.

Obviously, the Patent Office is but one small piece of the fed-
eral government bureaucracy. This means there is little the Pat-
ent Office can do, aside from transferring poor employees to me-
nial jobs, which is something that was done many years ago.

It seems silly to talk about patent quality and what the industry 
needs to do to provide better patent applications, when the Pat-
ent Office is unable to manage its own employees. Patent quality is 
only going to be as strong as the weakest link. The fact that Exam-
iner A was continually reprimanded for poor quality speaks vol-
umes about the safeguards in place to protect patent applicants. 
For years there has been a disconnect between what senior Patent 
Office officials want patent examiners to do and what they actu-
ally do, and often, the bureaucracy of the federal government gets 
in the way. 

Disparity in Art Units
The end goal of any patent application is to obtain a patent, which 
is true whether applicants find themselves assigned to a patent 
examiner in an Art Unit that issues over 95 percent of applica-
tions received, or whether they are assigned to a patent examiner 
that issues less than five percent of applications received. Sadly, 
these figures are not exaggerations. There are Art Units that oc-
cupy both ends of the allowance spectrum and evidence on some 
level that the senior and career management officials at the Pat-
ent Office are incapable of getting patent examiners on the same 
page. For an organization that is largely in the business of exam-
ining patent applications, such disparate treatment of patent ap-
plications is simply unacceptable.

The deviation in allowance rates is so overwhelming between 
Art Units in the same technology center that the different treat-
ment patent applicants receive is functionally discriminatory, 
if not discriminatory in a legal sense. Such disparate treatment 
by similarly situated patent applicants cannot be what the law 
is supposed to encourage, or even allow. If the concept of equal 
protection means anything, it has to at least mean that appli-
cants, some of whom are direct competitors operating in the same 
or adjacent technology fields, have to be treated the same. 

Gene Quinn is a patent attorney, founder of IP-
Watchdog.com and a principal lecturer in the top 
patent bar review course in the nation. Strategic 
patent consulting, patent application drafting 
and patent prosecution are his specialties. Quinn 
also works with independent inventors and start-
up businesses in the technology field. 

How can the Patent Office realistically put any more burden on applicants and 
patent practitioners without similarly putting pressure on those examiners who 

unreasonably and unnecessarily stand in the way of applicants?

QUANTUM INVENTING
by Stephen Malak

YOUR PATENT CAN BE DESIGNED AROUND 
Check to see how yours holds up.

* Book available online, only at
   quantuminventing.com
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B illionaire Mark Cuban denied the fact that he recently 
threatened to sue Walmart for patent infringement be-
cause the company announced plans to sell a popular self-

balancing scooter. According to BuzzFeed, Cuban had reached 
an agreement to buy a patent license for the scooter from inven-
tor Shane Chen. In comments on IPWatchdog, Cuban explained 
that someone, such as a patent troll, would sue Walmart. As it 
turned out, Chen was the person who sued Walmart for patent 
infringement. 

Regardless of whether Cuban did or did not threaten to bring 
a patent infringement lawsuit against Walmart, during the inter-
view he unabashedly reiterated his long-standing belief that soft-
ware patents should not exist. He went so far as to say that he 
would open up the intellectual property he controls over the self-
balancing scooter if software patents were banished. 

A dim view of software patents does not make Mark Cuban 
unique, but his latest foray into the patent debate does provide 
interesting insights into his arbitrary views on innovation. Cu-
ban seems to believe that innovators are entitled to patent rights 
as long as the innovations are tangible. When those innovations 
manifest themselves in the form of intangible software, the un-
derlying innovation is for some reason no longer entitled to 
patent protection.

To highlight the matter, let’s take a look at the patent in which Cu-
ban has an interest: U.S. Patent No. 8,738,278, titled “Two-wheel, 
self-balancing vehicle with independently movable foot placement 
sections.” The ‘278 patent has nine total patent claims, one of which 

is independent. The other eight either directly or indirectly depend 
on Claim 1. Claim 1 covers the following invention:

• A two-wheel, self-balancing vehicle device, comprising:
• �a first foot placement section and a second foot placement sec-

tion that are coupled to one another and are independently 
movable with respect to one another;

• �a first wheel associated with the first foot placement section and 
a second wheel associated with the second foot placement sec-
tion, the first and second wheels being spaced apart and sub-
stantially parallel to one another;

• �a first position sensor and a first drive motor configured to drive 
the first wheel, a second position sensor and a second drive mo-
tor configured to drive the second wheel; and control logic that 
drives the first wheel toward self-balancing the first foot place-
ment section in response to position data from the first sensor 
and that drives the second wheel toward self-balancing the sec-
ond foot placement section in response to position data from the 
second foot placement section.

Control Logic Limitation
Those familiar with patent claims and software might be taken 
aback by Cuban’s strong dislike of software patents when the 
patent he controls contains a “control logic” limitation. Such a 
limitation ordinarily smacks of software. Is it really possible that 
Cuban thinks software patents shouldn’t exist but is at the same 
time comfortable with the ‘278 patent? While a lot of Cuban’s 

Mark Cuban
Is Not a Fan of
Software Patents 
BY GENE QUINN
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positions on patents seem explainable based on the philosophy 
that the problem is with patents owned by others, there is a bit 
more nuance at play here—nuance that is rather illuminating.

The Detailed Description of the patent in question doesn’t 
spend much time discussing the structural implementation of 
the control logic, which will be problematic during any enforce-
ment action or subsequent post-grant review of this particular 
patent. It does seem that the ‘278 envisions a hardware-based 
control-logic platform, not a software-based control-logic plat-
form. The patent explains:

The control logic for translating position data to motor drive 
signals may be centralized or split between the two platform sec-
tions. For example, control logic 150 may be electrically con-
nected to sensors 120,140 and to drive motors 117,137, electrical 
conduits connecting through the connecting shaft 170 between 
sensor 140, control logic 150 and drive motor 137.

Alternatively, a separate processor/control logic 151 may be 
provided in the second platform section 130. Logic 151, in this 
case, would connect directly to sensor 140, drive motor 137 and 
generate drive signals to motor 137 (and wheel 135) based on data 
from sensor 140.

Perhaps Cuban is guilty of hating software patents owned by 
others and loving software patents he controls, but the matter 
can’t end there. Those who hate software patents seem to have 
no problem when the processes are directed by hardware, but 
for some inexplicable reason, when the processes are directed 
by software, the original innovation is transformed into some-
thing that is not patentable, and even evil.

Hardware vs. Software
Surely Cuban has to realize that this self-balancing scooter could 
accomplish the same exact functionality if the control logic were 
software based. If Walmart wanted to copy the scooter found in 
the ‘278 patent without any fear of patent infringement liability, 
all the company would have to do is implement the core func-
tionality in a software solution rather than a hardware solution. 
I wonder if Cuban would feel the patent system failed if such a 
purposeful and intentional copy could be sold without rights ob-
tained under the ‘278 patent? That is precisely the problem with 
glorifying a distinction without a difference. In this case, the de-
sign choice can manifest either in hardware or in software, but 
that doesn’t change the reality that the invention in question is a 
self-balancing scooter.

Can or should a design choice made with respect to the im-
plementation of core processes matter in a patentability context? 
Of course not. Former Director of the United States Patent and 
Trademark Office David Kappos recently addressed this very is-
sue in an interview published on IPWatchdog.com. He explained 
just how artificial the distinction between hardware and software 
processes are:

“What we’re really talking about is algorithms that actually may 
or may not be implemented in software. It’s actually common, 
and you’re seeing it now in the smartphone area. Back when I 
was an engineer, we saw it in mainframe computers where you’d 
make an invention and frequently, initially, the software wasn’t 
fast enough to be able to run the algorithm. So the algorithm 

would first be built in silicon, really expensive, but you’d wind up 
then fabbing up chips to be special-purpose chips to run the al-
gorithm. And then later, as the software got faster, the underlying 
computer systems got faster, and you’d re-implement the same al-
gorithm in software, same algorithm, same invention, but just re-
implement it in software. Even later, when the ASIC density got 
good enough, you’d re-implement again in an application-specif-
ic integrated circuit, an ASIC. And so you’d have a little bit of a 
hybrid, if you will, but more on the hardware side, it’s an IC. It’s 
again putting the algorithm in a chip. And so what you’d see by 
looking at that is that it made no sense to say that an algorithm 
was patentable if it was implemented in a hardware chip. But the 
same algorithm implemented in software was unpatentable. It 
just didn’t make sense to say that.

Design Choices 
Microsoft’s Chief Patent Counsel Micky Minhas also brought 
up this point during an interview conducted earlier this year, in 
which the discussion turned to design choices for implementing 
an innovation.
Gene Quinn: What many people not familiar with software 
don’t seem to understand is that whether an innovation is ex-
pressed in software or hardware is a design choice. But if it is 
designed in hardware, we don’t have a patent eligibility issue, 
whereas if it is designed as a software solution, there is a signifi-
cant hurdle to patentability.
Micky Minhas: Yes. In the debate, we often hear people talk about 
what is the right level of protection for software patents. And I 
think what gets lost sometimes is that how a given company or any 
inventor decides to embody an invention, whether in a software 
product or in a hardware product, is often nothing more than a 
design choice. Whether an innovation is embodied in software or 
hardware feels like it should be irrelevant to whether or not it’s pat-
entable. The law should be agnostic as to whether it’s embodied in 
software or hardware. We should let the debate be whether or not 
this invented concept is worthy of patent protection, whether it be 
on subject matter, or 102 or 103 grounds.

Minhas went on to take issue with critics who sometimes claim 
that implementation choices are arbitrary themselves. “It’s op-
timized for whatever that product is,” Minhas explained. “The 
determination of whether or not that underlying compression 
algorithm is worthy of patent protection should be completely in-
dependent of whether it is implemented in hardware or software.”

There is no reason to be afraid of software. Similarly, there is no 
legitimate reason to create an arbitrary patentability distinction 
that exalts tangible processing at the expense of intangible pro-
cessing. Such a distinction without a difference turns the focus 
away from whether there is an innovation present, which is anti-
thetical to the very purpose of the patent system.

In the year 2015, there is something enormously out of touch 
with driving old-fashioned technical prejudice into an innovation 
discussion. Those who think hardware and software processing 
are meaningfully different are fooling themselves and standing in 
the way of innovative advances like so many previous generations 
who were afraid to technologically evolve. 
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D etermining what is obvious and, 
therefore not patentable, is a dif-
ficult matter. One of the most 

frustrating things I do as a patent attor-
ney is advise inventors on whether their 
invention is obvious. It is frustrating, not 
because of any failing or lack of knowl-
edge on the part of the inventor, but be-
cause the legal determination of whether 
an invention is obvious seems completely 
subjective and, sometimes, arbitrary.

The problem with obviousness is that 
it is so unevenly applied. In some areas of 
technology, nothing ever seems to be ob-
vious; in others virtually everything seems 
to be obvious. This requires a patent at-
torney or patent agent to have familiarity 
with how patent examiners interpret the 
law of obviousness in a particular innova-
tive area. You might suspect that it is more 
difficult to describe low-tech gadgets as 

non-obvious and easier to describe high-
tech inventions as non-obvious. That fre-
quently isn’t the case, which leads to even 
greater frustration for inventors.

If Irving Inventor could get a patent on 
that simple kitchen gadget, how is it pos-
sible that a complex software program that 
didn’t exist before could be considered ob-
vious? That is a good question, and one, 
in my opinion, without a satisfactory an-
swer. There is little that seems fair when 
you compare the way obviousness is inter-
preted by different Art Units at the Patent 
Office, which suggests that obviousness 
has much to do with the way Supervisory 
Patent Examiners view the inquiry. SPEs 
have different philosophical views of the 
patent system, which is one reason you get 
such disparate treatment of applicants. Re-
gardless of the reason, what seems clear is 
that the law of obviousness has more to do 

with the personal perceptions of the deci-
sion maker than any enlightened or guid-
ing principle.

Obviousness Key to Patentability
The issue of obviousness is where the rub-
ber meets the road when it comes to pat-
entability. It has always been difficult to 
explain the law of obviousness. Since the 
United States Supreme Court issued its 
decision in KSR v. Teleflex in 2007, it has 
become even more difficult to provide a 
simple, coherent articulation of the law of 
obviousness that is intellectually satisfy-
ing. That is in no small part due to the 
fact that the determination about wheth-
er an invention is obvious is now com-
pletely subjective.

An examination of Federal Circuit cas-
es reveals there is a lot of reasoning that 
justifies a conclusion already formed. The 
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state of obviousness law allows a decision 
maker to make a determination about ob-
viousness that seems appropriate from a 
subjective standpoint, and then weave the 
“reasoning” backwards to justify the con-
clusion already reached. 

The way this once was prevented was 
with the teaching, suggestion or motiva-
tion  test. If there was no teaching, sugges-
tion or motivation to combine references, 
the invention could not be obvious, period.  
The Supreme Court thought that test was 
too permissive and led to patents that 
should clearly never have issued.

The question inventors want to know is 
whether they will likely be able to obtain 
a patent. There is no point wasting good 
money chasing a patent that will never 
issue. Application of the law of obvious-
ness seems to suggest that, when in doubt, 
an invention will be considered obvious. 
Therefore, it becomes essential to identify 
all of the possible differences between the 
invention and the prior art, both from a 
functional and structural standpoint. 

This article is a first step in the journey to 
a greater comprehension of the law of obvi-
ousness. Before we can understand the pe-
culiar nuances that have turned obvious-
ness determinations into purely subjective 
inquiry, we need to start at the beginning.

Novelty vs. Obviousness
There are primarily two questions that 
must be answered in assessing whether an 
invention is patentable, First, is the inven-
tion new (i.e., novel) compared with the 
prior art? Second, is the invention non-ob-
vious in light of the prior art? We engage in 
this two-fold inquiry to determine what, if 
anything, can reasonably be expected to be 
obtained in terms of patent claim scope.

The question about whether or not there 
is any single reference that is exactly iden-
tical to the invention being evaluated is 
merely a threshold inquiry. If a prior art 
reference is found that discloses all the el-
ements of the invention, the inquiry ends 
because no patent can be obtained. If no 
single prior art reference identically de-
scribes each and every aspect of the inven-
tion, this novelty hurdle has been cleared. It 
is not at all uncommon for an invention to 
clear the novelty hurdle, or at least be capa-
ble of clearing the novelty hurdle because, 

with the addition of enough characteristics 
and limitations, eventually the invention 
will not be identical to the prior art.

Even if the invention is not identical to 
the prior art, it is possible to be denied a 
patent because the invention is obvious. 
This is where many inventors become mys-
tified. The only time I get complaints after 
I do a patent search and offer an opinion 
is when I tell inventors that I don’t think 
their invention is patentable, or that it may 
be patentable but the resulting claims will 
be quite narrow, perhaps so narrow that 
the patent claims will not be commercial-
ly viable. This opinion is almost always 
reached due to obviousness concerns. It 
is difficult for inventors to hear they have 
an idea that is not identical to the prior 
art and also be told that their invention is 
likely not patentable because it will be de-
termined to be obvious.

Pieces, Parts and Functionality
It is essential to understand what makes 
the invention unique when approaching 
an obviousness determination. It is also 
necessary to start to envision the argu-
ments that can be made to distinguish the 
invention over the totality of the prior art. 
This is required because, when patent ex-
aminers deal with issues of obviousness, 
they look at a variety of references and 
pull one element from one reference and 
another element of the invention from an-
other reference. 

Ultimately, patent examiners will deter- 
mine if they can find all the pieces, parts 

and functionality of the invention in the 
prior art as a whole, and conclude that a  
combination of the prior art references 
discloses your invention. This is a bit of an 
oversimplification because, on some level,  
all inventions are composed of known 
pieces, parts and functionality. The true in-
quiry is to determine whether the combi-
nation of the pieces, parts and functionality  
found within the applicable technology 
field of the invention would be considered 
to be within the “common sense” of one 
of skill in the art, such that the invention 
is merely a trivial rearrangement of what is 
already known to exist.

What is and is not “common sense” 
makes an objective inquiry extremely dif-
ficult. The Patent Office has attempted to 
interpret KSR in a way that focuses on pre-
dictability of results and expectations of 
success. With the test focusing on “com-
mon sense,” a lot is left to the decision 
maker in the subjective realm.

One highly effective way to combat an 
obviousness rejection is to point out that 
not all of the pieces, parts and function-
ality that compose an invention can be 
found within the relevant prior art. Even 
this is no guarantee that a patent examiner 
or reviewing judge must find that the in-
vention is non-obvious. Nevertheless, it is 
a good place to start.

Establishing Uniqueness
The way I approach obviousness is to iden-
tify the closest references and work to ar-
ticulate what is unique in an invention, 
searching for a core uniqueness that exists 
so that a unique invention can be articu-
lated. We focus on anything not shown in 
the prior art, both from a structural and 
functional level. The more differences the 
better. It is better if the prior art is miss-
ing elements. It is best if the combination 
of elements that makes up the invention 
produce a synergy that leads to something 
unexpected.

From a purely legalistic standpoint, an 
invention is legally obvious, and there-
fore not patentable, if it would have been 
obvious to a person of ordinary skill at 
the time the patent application is filed. In 
the past, this critical time for determin-
ing obviousness occurred at the time the 
invention was made, but since the United 

The more differences 
the better. It is better if 
the prior art is missing 

elements. It is best if  
the combination of  

elements that makes up 
the invention produce  
a synergy that leads to 

something unexpected.
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States became a first-to-file system, the 
critical time for determining obviousness 
is no longer at the time of conception, but 
rather at the time of filing.

The framework used for determining 
obviousness is stated in Graham v. John 
Deere Co. While KSR is the most recent 
articulation of obviousness from the Su-
preme Court, it did not disturb the un-
derlying Graham inquiry. Thus, every 
obviousness determination must first 
start with the Graham factors as the an-
alytical tools. KSR is overlaid into the 
inquiry to provide the reasoning for 
reaching a particular decision based on 
consideration of the Graham factors.

The Graham Factors
Obviousness is a question of law based 
on underlying factual inquiries. The fac-
tual inquiries—the Graham factors—that 
compose the initial obviousness inquiry 
are as follows:

1 Determining the scope and con-
tent of the prior art. In determin-

ing the scope and content of the prior 
art, it is necessary to achieve a thorough 
understanding of the invention to com-
prehend what the inventor has invent-
ed. The scope of the claimed invention 
will be determined by giving the patent 
claims submitted the broadest reasonable 
interpretation consistent with the overall 
articulation of the invention.

2 Ascertaining the differences be-
tween the claimed invention and 

the prior art. Ascertaining the differ-
ences between the claimed invention and 
the prior art requires interpreting the claim 
language and considering both the inven-
tion and the prior art as a whole.

3 Resolving the level of ordinary 
skill in the pertinent art. The per-

son of ordinary skill in the art is a hypo-
thetical person who is presumed to have 
known the relevant art at the time of the 
invention. It is necessary to determine 
who this hypothetical person is, because 
the law requires that the invention, not 
the law (35 USC 103), seeks to deter-
mine whether “the differences between 

the subject matter sought to be patented 
and the prior art are such that the subject 
matter as a whole would have been obvi-
ous at the time the invention was made to 
a person having ordinary skill in the art.” 
This hypothetical person of ordinary skill 
in the art is central to the inquiry.

Factors that may be considered in de-
termining the level of ordinary skill in the 
art include (1) type of problems encoun-
tered in the art; (2) prior art solutions to 
those problems; (3) rapidity with which 
innovations are made; (4) sophistication 
of the technology; and (5) educational lev-
el of active workers in the field. In a given 
case, every factor may not be present, and 
one or more factors may predominate.

A person of ordinary skill in the art is 

also a person of ordinary creativity, not an 
automaton. In many cases, a person of or-
dinary skill will be able to fit the teachings 
of multiple patents together like pieces of 
a puzzle.

4 Secondary considerations of non- 
obviousness. In addition to the 

aforementioned factual inquiries, evidence 
that is sometimes referred to as ‘‘second-
ary considerations’’ or “objective indicia of 
non-obviousness,” must be considered. Es-
sentially, secondary considerations are re-
ality checks on the determination reached 
through the first three factual inquiries. In 
other words, the invention may appear on 
paper to be obvious, but if reality does not 
match theory, the invention can be estab-
lished as being non-obvious.

Evidence of secondary considerations 
may include proof of commercial success, 
long-felt but unsolved needs, failure of oth-
ers, copying by the industry and unexpect-
ed results. If you are paying attention, you 
will notice that I mentioned “unexpect-
ed results.” This is an important linchpin 
because unexpected results come up as 
a secondary consideration, and wheth-
er the combination of elements produc-
es a predicted result or outcome plays 
a central role in the post-KSR obvious-
ness determination.

It is important to understand that not 
all secondary considerations are created 
equally. For example, there are many pos-
sible reasons why a particular product 
may enjoy commercial success, such as 
a great marketing campaign or superior 
access to distribution channels. In those 
situations, the invention is not responsi-
ble for the commercial success; there are 
contributing factors. In order for com-
mercial success to be useful, something 
needs to tie it to the innovation.

One particularly strong secondary con-
sideration is a long-felt but unresolved 
need. If there has been a well documented 
need or desire in an industry that has gone 
unanswered or unmet, how is it intellectu-
ally honest to say that a resulting solution is 
obvious? It wouldn’t be at all intellectually 
honest. That is why a long-felt, well-docu-
mented need that becomes met is excellent 
evidence to demonstrate that an invention 
is non-obvious.

The evidence of secondary consider-
ations may be included in the specifica-
tion as filed, accompany the application 
on filing or be provided to the patent ex-
aminer at some other point during the 
prosecution, which is probably the most 
common way to submit such evidence.

It is worth noting that, simply because 
an invention has never existed, does not 
mean it would be considered non-obvious. 
What makes a long-felt, well-documented  
need so powerful is that the invention 
has never existed, even as the industry 
has searched for solutions. The key is not 
that it hasn’t existed, but that the inven-
tion hasn’t existed despite efforts to find 
a solution. 

What makes a long-felt, 
well-documented  

need so powerful is  
that the invention has 

never existed, even 
as the industry has 

searched for solutions. 
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I n early October 2015, Sens. Orrin 
Hatch, R. Utah, and Chris Coons, D. 
Del., came together on the Senate floor 

to urge passage of their bipartisan De-
fend Trade Secrets Act of 2015. The sena-
tors noted that the legislation has robust 
industry support and is ready to advance 
through the Senate Judiciary Committee 
and, ultimately, the Senate.

The Senate bill is co-sponsored by Sens. 
Jeff Flake, R. Ariz., Dick Durbin, D. Ill., 
Thom Tillis, R. N.C., Tammy Baldwin, D. 
Wis., Roy Blunt, R. Miss., Mike Crapom, 
R. Idaho, and James Risch, R. Idaho. Reps. 
Doug Collins, R. Ga., and Jerrold Nadler, 
D. N.Y., have introduced companion trade 
secret legislation in the House of Represen-
tatives. Little serious opposition to these 
bills, which would create a long overdue 
uniform federal regime for trade secret 
protection, has surfaced, but that does not 
mean there is no opposition. 

Several law professors are stoking fears 
by tapping into the public sentiment against 
patent trolls. These professors claim that, if 
enacted, federal trade secret legislation will 
lead to a rise of trade secret trolls, which 
they argue would damage the system.

Worry Based on Fear, Not Fact
No one likes trolls, but the worry about 
trade secret trolls is based on fears—not 
fact. You simply cannot commoditize trade 
secret litigation in the same way patent 
trolls commoditize patent litigation.

There is a long history of trade secret 
protection at the state level in the United 
States, but there has never been a shred of 
evidence that a trade secret troll model  
exists. Without evidence of a trade secret  
troll problem in various states, there is no 
credible reason to suspect that a federal 
law would give rise to such a problem on 
the national level. All a federal trade se-
cret regime would do is allow for jurisdic-
tion to attach in a federal forum. The lack 
of evidence of a problem in any state does 
nothing more than tap into existing public 
angst over the issue of abusive patent litiga-
tion in order to derail the legislation.

Moreover, the very nature of a trade secret 
dispute would not allow for the commoditi-
zation of abusive litigation. “All trade secret 
claims require fault. This is not something 
you can do as a mass market business,” says 

A Fear of Trade Secret Trolls 
Is Completely Unfounded  BY GENE QUINN

(Continued on page 43)

There has never been 
a shred of evidence 

that a trade secret troll 
model exists. 
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In late October, the United States Su-
preme Court accepted certiorari in two 
patent cases, which were consolidated 

by the Court for consideration. These two 
cases, Halo Electronics, Inc. v. Pulse Elec-
tronics, Inc. (14-1513) and Stryker Corpo-
ration v. Zimmer, Inc. (14-1520), will force 
the Court to dive headfirst into one of 
the thorniest political patent issues of our 
time—enhanced damages for willful pat-
ent infringement.

The statute in question, 35 U.S.C.§284, 
states that the district court judge “may in-
crease the damages up to three times the 
amount found or assessed.” Simple and 
straight forward enough, but over the years, 
the United States Court of Appeals for the 
Federal Circuit has issued rulings that 
make it virtually impossible for a victorious 
patent owner to receive enhanced damages. 
The rigid structure of the enhanced dam-
ages test has effectively removed the per-
missive and discretionary language of the 
statute, which states that the district court 
judge “may increase the damages.”

In the Supreme Court’s recent decisions 
in Highmark Inc. v. Allcare Health Manage-
ment Systems, Inc., 134 S. Ct. 1744 (2014), 
and Octane Fitness, LLC v. ICON Health 
& Fitness, Inc., 134 S. Ct. 1749 (2014), 
the Court, interpreting 35 U.S.C. § 285, 

found that there was no textual support 
in the statute to impose an onerous, rig-
id test for the awarding of attorneys’ fees 
to a prevailing party in a patent infringe-
ment lawsuit. Most notably, the Supreme 
Court explained that the Federal Circuit 
misinterpreted a key ruling of the Su-
preme Court when it created the test that 
would result in attorneys’ fees never being 
awarded. That exact misinterpretation is at 
the heart of Federal Circuit case law relat-
ing to the awarding of enhanced damages 
to a victorious patent owner. Therefore, it 
seems certain that the Supreme Court will 
overrule the Federal Circuit and give dis-
trict courts discretion to award enhanced 
damages when appropriate.

Why the Federal Circuit refused the op-
portunity to sit en banc and correct this 
matter without need for further Supreme 
Court consideration is curious to say the 
least. The handwriting couldn’t have been 
any clearer after the Supreme Court’s deci-
sions in Octane Fitness and Highmark; yet 
the Federal Circuit continued to apply the 
same faulty interpretations and misunder-
standings of law that it had prior to those 
Supreme Court decisions. It is surprising 
that the Federal Circuit would be so ob-
stinate in the face of a clearly correct de-
cision, since it seems pathologically fearful 

of refining Supreme Court precedent rela-
tive to patent eligibility. Even when there 
is no way the Supreme Court could have 
ever intended its broad patent-eligibility 
pronouncements about horribly written 
claims to apply to truly innovative technol-
ogies, the Federal Circuit has blindly fol-
lowed the literal overstatements, as if there 
were some greater good in taking sweeping 
statements out of context.

Supreme Court Unpredictable
Even with what appear to be open-and-
shut cases, it is difficult, if not impossible, 
to predict how the Supreme Court will rule. 
The fact that the Supreme Court accepts 
a case, when patent matters are handled 
only by the Federal Circuit, suggests there 
are serious doubts about how the Federal 
Circuit has ruled, even before full briefing 
and oral arguments. Furthermore, the Su-
preme Court hasn’t typically taken Federal 
Circuit cases to congratulate the court on 
its brilliant understanding of patent law. 
While the Federal Circuit is affirmed from 
time to time, the odds are generally in fa-
vor of a verdict reversal. In cases in which 
the Supreme Court has to create a distinc-
tion without a meaningful difference, such 
as Octane Fitness and Highmark, the odds 
of a reversal go way up.

Despite the way it looks, how the mat-
ter of enhanced patent damages will play 
at the Supreme Court is a mystery. Patent 
damages generally, and enhanced dam-
ages specifically, are political powder kegs 
because so many corporations are users 
of technology. These technology-using—
or usurping—corporations would rather 
not have to worry about the consequences 
of infringing patents. This has caused the 
so-called infringer lobby to put a premi-
um on the issue of damages, specifically 
advocating positions that would minimize 
patent damages. The infringer lobby has 
done an excellent job of weakening pat-
ent rights and impairing the enforceabil-
ity of patents over the last decade, both in 

Will the Supreme Court Bring Balance
Back to the Patent Market? BY GENE QUINN

EYE ON WASHINGTON  
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the federal courts and on Capitol Hill. The 
Supreme Court has mentioned the patent 
troll problem several times—without the 
issue being before the Court or either par-
ty accused of being a troll.

Over the last decade, it has been excep-
tionally difficult for a victorious patent  
owner to obtain a permanent injunction; 
it has become easier for challengers to 
demonstrate that patent claims are obvi-
ous; it has become easier to challenge pat-
ent claims in a one-sided proceeding at the 
Patent Office that swings heavily in favor of 
the challenger; and some of the most im-
portant innovations technology companies 
work on today are no longer patent eligi-
ble. As important as this has been to the 
infringer lobby, many view as sacrosanct 
the rulings that make obtaining enhanced 
damages virtually impossible. This means 
the heavy guns will come out.

Patent Reform Hangs  
in the Balance
We can expect numerous amicus filings 
and closed-door meetings to attempt to 
get the government to support the Federal 
Circuit’s restrictive view of enhanced pat-
ent damages. If all else fails, there will be 
a renewed push to include patent damages 
reform in any reform package that moves 
in Congress. Adding patent damages to the 
patent reform equation should effectively 
kill any hopes of reform for the foreseeable 
future. With the future of patent reform 
hanging in the balance, a lot will be riding 
on convincing the Supreme Court not to 
give district court judges discretion.

Over time, the law rarely stays in a happy 
medium, or equilibrium status. Instead, the 
law swings, sometimes quickly and violent-
ly, between recognizing strong patent rights 
and enforceability, to substantially weaken-
ing the system and making patents far less 
valuable and enforceable. We are currently 
at or near the high point of the swing to-
ward a patent system that has become rath-
er suddenly, and staggeringly, anti-patent. 

There are very modest signs that the swing 
back toward the middle has begun, but the 
Supreme Court, in considering the Halo 
Electronics and Stryker Corporation cases, 
should instantly change the patent indus-
try, at least if it decides as it did in two simi-
lar cases—Octane Fitness and Highmark—
which are less than two years old.

Triple Damages Awards
A ruling by the Supreme Court that district 
courts have discretion to award up to tri-
ple damages will send shockwaves through 
the entire patent industry. For the last de-
cade, infringing companies have made a 

business of ignoring patent rights. These 
companies have become so confident that 
they will not be punished for infringing 
that their attorneys proclaim they simply 
“circular file” all licensing inquiries or in-
fringement notices received. The best al-
ternative to a negotiated resolution for 
infringers is to force the patent owner to 
fight a long and expensive battle that will 
be difficult, if not impossible, to win. No 
injunction can be obtained, even if the pat-
ent owner wins. This means many patent 
owners have no real remedy for patent in-
fringement under the current system.

“We used to have, for the most part in 
this country, what I’ll call an honor sys-
tem, where companies that were using 

technologies patented by others willingly 
took licenses without being forced by court 
orders to do so,” former Federal Circuit 
Chief Judge Paul Michel explained in April. 
“The honor system now is largely gone.”

The landscape has so significantly shift-
ed over the last decade in favor of infring-
ers that there are virtually no arms-length 
negotiations, which means that the law 
and the legal system have failed. When ex-
pensive and unpredictable litigation is the 
only option, the law becomes so one-sid-
ed that private resolution cannot happen. 
The prospect of triple damages would in-
stantly change the profit potential and 
force infringers to the bargaining table, an 
occurrence that would lead to a far more 
functional system.

If the Supreme Court opens up a real 
possibility that enhanced damages could 
be obtained, giving the district court dis-
cretion and making the ultimate decision 
difficult to challenge on appeal, that would 
quickly and dramatically even the playing 
field between infringer and patent owner. 
The risk of being hit with triple damages 
would be too great. Infringers’ attorneys, 
who now so arrogantly explain that their 
job is nothing more than ignoring patent 
owners, will do so only at great risk. Such 
a ruling would truly open up the private 
marketplace, rather than force all disputes 
into litigation. The Supreme Court could 
bring sanity back to the patent market 
while staying philosophically true to the 
belief that there should be few rigid tests, 
and district courts should be given the 
ability to exercise broad discretion when 
the statute grants such discretion.

As crazy as it sounds, the Supreme Court 
seems well positioned to fix the errors of 
the Federal Circuit. At the same time the 
Justices hand the Federal Circuit another 
embarrassing reversal, the Supreme Court 
will also take a critical first step toward re-
storing a functioning patent marketplace 
built on relationships and arms-length ne-
gotiations. 

Infringers’ attorneys, 
who now so arrogantly 

explain that their job  
is nothing more than  

ignoring patent  
owners, will do so only 

at great risk. 
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1 More weak patents are being in-
validated than ever before. Since 

the Supreme Court’s June 2014 Alice v. CLS 
Bank case, which held that “abstract” ideas 
implemented by computer cannot be pat-
ented, over 70 percent of all patents chal-
lenged in court under Alice have been in-
validated. In fact, more patents have been 
invalidated in the past year than in the pre-
vious five years combined. Just this month, 
a federal judge in the Eastern District of 
Texas—the district that hears by far the 
most patent cases in the country—relied 
on Alice to dismiss 168 cases concerning 
a single patent, instantly ending nearly 10 
percent of all patent cases filed in that court 
this year. 

2 Courts are making abusive liti-
gants pay—quadrupling fee shift-

ing since last April. Federal courts have 
always been able to make the loser pay in 
“exceptional cases,” but last April, the Su-
preme Court decided two cases—Octane 
Fitness v. Icon Health and Highmark v. 
Allcare Health Management—that made 
it much easier to make losers pay for the 
winning party’s lawyers in abusive cases. 
In the year before these two cases, courts 
awarded attorney fees in just 13 percent of 
patent cases. In the year since, courts have 
nearly quadrupled fee awards, making the 
loser pay in 50 percent of all cases. 

Five Ways Patent Litigation Abuse 
Is Being Solved—Without Legislation 
BY JEFFREY BIRCHAK

W hile Congress debates controversial patent legislation that weakens 
United States patent rights, other branches of government have already 
solved many of the narrow problems that arise from abusive patent liti-

gation—without harming legitimate patent owners. The overly broad patent bills 
pending in Congress will hurt innovators by taking away incentives to invent and 
fund new technologies, make it easier to copy United States innovations and di-
minish American leadership in the global innovation economy. Meanwhile, the 
Supreme Court, the lower federal courts, the Judicial Conference of the United 
States, the Federal Trade Commission and the state governments are all work-
ing to reduce abusive litigation while preserving inventors’ rights to enforce their 
patents—without new legislation. And their work is paying off. 

The rule changes will 
also make it harder to 
abuse the discovery 

process...by making the 
party that is requesting 

documents or information  
pay the costs of getting 

the information.
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A Fear of Trade Secret Trolls Is Completely Unfounded (cont. from page 37)

Jeffrey Birchak is associate 
general counsel and vice pres-
ident of intellectual property 
at Fallbrook Technologies.

3 Patent litigation rules that make 
it harder to sue are changing 

December 2015. Federal court rules have 
made it easy to file a patent suit—until 
now. The Judicial Conference and the Su-
preme Court have adopted rule changes 
that bring pleading standards for pat-
ent cases in line with other federal cases, 
making it harder to get into court. These 
changes will automatically begin this 
month—without legislation. 

4 . . . And to make it harder to abuse 
lawsuits. The rule changes will also 

make it harder to abuse the discovery 
process—often the most burdensome 
and expensive part of a lawsuit—by mak-
ing the party that is requesting docu-
ments or information pay the costs of 
getting the information. That party will 
only be able to request information that 
is “proportional” to the needs of the case. 
This will help stop abusive litigants from 
burying their opponents in paperwork 
just to force an unfair settlement. 

5 The Federal Trade Commission 
and the states are fighting abu-

sive patent demand letters. The FTC 
and states are aggressively combating abu-
sive patent demand letters to protect small 
businesses and consumers. For example, 
last year the FTC and the New York attor-
ney general announced settlements with 
MPHJ Technology Investments, LLC that 
stopped it from sending deceptive letters 
concerning its patents. 

What are the results of this work? New 
patent cases dropped 18 percent from 
2013 to 2014, and in the first half of 2015, 
the number of plaintiffs filing patent cases 
neared its lowest level in years—and legis-
lation had nothing to do with it. Alice and 
Octane Fitness are only one year old, and 
the changes take effect December 2015. 
Congress should focus on protecting in-
novative enterprises, not doubling down 
on controversial legislation that would 
hurt innovators and our economy. 

Jim Pooley, author of a well-known treatise 
on trade secrets, as well as the recently pub-
lished book Secrets: Managing Information 
Assets in the Age of Cyberespionage. 

Speaking on October 14, 2015 during an 
LES webinar on the pending trade secret 
legislation, Pooley went on to say, “Trade 
secret claims just do not work that way.”

Patents vs. Trade Secrets
Let’s peel back the layers even further and 
explore the differences between patents 
and trade secrets, after which it will be 
clear that there is absolutely no legitimate 
reason to worry about trade secret trolls.

Under current patent laws, innovators 
are granted rights to a claimed invention. 
Those rights are against the world. That 
means that once a right is given to an inno-

vator in a patent, that innovator can prevent 
others from making, using, selling, offering 
for sale or importing his invention. These 
rights attach regardless of whether the al-
leged infringer knows about the patent or 
the infringement is unintentional. Patent 
infringement is a strict liability offense; it 
requires no fault, nor a previous relation-
ship or tie between the parties. The heart of 
the patent troll model is that anyone could 
knowingly or unknowingly infringe a pat-
ent. The same is not true of trade secrets.

Unlike patents, trade secrets do not pro-
vide a right against the world. Trade secrets 
protect valuable business information that 
is not generally known. This doesn’t mean 
that trade secrets cannot be known by any-
one, but rather that all those who know of 
the secret information have a legal obliga-
tion to maintain the information as confi-
dential. Therefore, trade secret actions are, 
by their very nature, between parties that 
have some kind of business relationship, 
operate within the same industry or have 
some nexus.

The patent troll model has thrived by 
threatening many thousands of individu-
als and companies with patent infringe-
ment and then preying on the fact that 

these individuals and small companies 
have no real way to know whether they 
have infringed. Bad actors use judicial in-
efficiencies and scare tactics to force small 
payments from numerous people and com-
panies they don’t know and have had no re-
lationship with.

It is also critical to understand that 
trade secrets do not protect information 
in and of itself. If I create valuable infor-
mation and keep it secret, then I own a 
trade secret. If you create the same valu-
able information and keep it secret, you 
likewise have a trade secret. My trade se-
cret rights cannot prevent you from do-
ing anything on your own. A trade secret, 
properly preserved, protects the owner of 
the secret information from misappro-
priation (i.e., taking of the information) 

through improper means. “You cannot sue 
someone unless they have stolen the infor-
mation from you or they were a party to a 
confidential relationship,” Pooley explains. 
“That personal relationship that is required 
means that it is simply not possible to build 
a troll business.”

Trade Secret Misappropriation
The pending legislation specifically states 
that reverse engineering and independent 
derivation are not legally actionable as a 
trade secret misappropriation. That means 
in order to be liable for trade secret mis-
appropriation, there must be improper be-
havior based on a relationship or nexus 
with the party claiming ownership of the 
trade secret. The proposed legislation spe-
cifically requires misappropriation of the 
trade secret by improper means (i.e., theft, 
bribery, espionage). Therefore, a fear of 
widespread litigation and the rise of trade 
secret trolls is not only wholly unfounded, 
but fundamentally misunderstands the 
very nature of a trade secret dispute.

A trade secret is a very different kind of 
right. You simply can’t use a trade secret in 
the same way that patent trolls have used 
patents to pursue people. 

“You cannot sue someone unless they have stolen  
the information from you or they were a party to a 

confidential relationship.” — JIM POOLEY



Alabama

Auburn Student Inventors  
and Entrepreneurs Club
Auburn University Campus
Samuel Ginn College of Engineering
1210 Shelby Center
Auburn, AL 36849
Troy Ferguson  
twf0006@tigermail.auburn.edu 

Invent Alabama 
Bruce Koppenhoefer
137 Mission Circle
Montevallo, AL 35115
(205) 222-7585
bkoppy@hiwaay.net

Arizona

Carefree Innovators
34522 N. Scottsdale Road 
Scottsdale, AZ 85266
ideascouts@gmail.com
www.ideascout.org 

Inventors Association of Arizona, Inc.
Laura Myers, executive director
P.O. Box 6438
Glendale, AZ 85312
(602) 510-2003
exdir@azinventors.org
www.azinventors.org

Arkansas

Arkansas Inventors’ Network 
Chad Collins
P.O. Box 56523
Little Rock, AR 72215
(501) 247-6125
www.arkansasinvents.org

Inventors Club of NE Arkansas
P.O. Box 2650
State University, AR 72467
Jim Melescue, president    
(870) 761-3191
Robert Bahn, vice president
(870) 972-3517
www.inventorsclubofnearkansas.org

California

Inventors Forum  
George White, president
P.O. Box 1008
Huntington Beach, CA 92647
(714) 540-2491
info@inventorsforum.org
www.inventorsforum.org

Invention Accelerator Workshop
11292 Poblado Road
San Diego, CA 92127
(858) 451-1028
sdinventors@gmail.com

San Diego Inventors Forum 
Adrian Pelkus, president
1195 Linda Vista, Suite C
San Marcos, CA 92069
(760) 591-9608
www.sdinventors.org

Colorado

Rocky Mountain  
Inventors’ Association 
Roger Jackson, president
209 Kalamath St., Unit 9
Denver, CO 80223 
(303) 271-9468
info@rminventor.org 
www.rminventor.org

Connecticut

Christian Inventors Association, Inc. 
Pal Asija
7 Woonsocket Ave.
Shelton, CT 06484
(203) 924-9538
pal@ourpal.com
www.ourpal.com

Danbury Inventors Group  
Robin Faulkner
2 Worden Ave.
Danbury, CT 06811
(203) 790-8235

Inventors Association of Connecticut 
Doug Lyon
521 Popes Island Road
Milford, CT 06461
(203) 254-4000 x3155 
lyon@docjava.com
www.inventus.org

Aspiring Inventors Club
Peter D’Aguanno
773 A Heritage Village 
Hilltop West 
Southbury, CT 06488
petedag@att.net 

District of Columbia

Inventors Network of the Capital area 
Glen Kotapish, president 
P.O. Box 18052
Baltimore, MD 21220
(443) 794-7350
www.dcinventors.org

Florida

Inventors Council of Central Florida 
Dr. David Flinchbaugh, 
executive director 
4855 Big Oaks Lane
Orlando, FL 32806
(407) 255-0880; (407) 255-0881
www.inventcf.com
doctorflinchbaugh@yahoo.com

Inventors Society of South Florida   
Alex Sanchez, president
P.O. Box 772526
Miami, FL. 33177
(954) 281-6564
www.inventorssociety.net

Space Coast Inventors Guild 
Angel Pacheco
4346 Mount Carmel Lane
Melbourne, FL 32901
(321) 768-1234

Tampa Bay Inventors’ Council 
Wayne Rasanen, president
7752 Royal Hart Drive
New Port Richey, FL 34653
(727) 565-2085
goodharbinger@yahoo.com
www.tbic.us

Georgia

The Columbus Phoenix City  
Inventors Association
Mike Turner, president
P.O. Box 8132
Columbus, GA 31908
(706) 225-9587
www.cpcinventorsassociation.org

Southeastern Inventors Association
Thor Johnson, president 
2146 Roswell Road, #108-111

Marietta, GA 30062
(678) 463-013
gthormj@gmail.com 
(470) 210-4742
sec4sia@gmail.com
www.southeasterninventors.org 

Idaho

Inventors Association of Idaho 
Kim Carlson, president
P.O. Box 817
Sandpoint, Idaho 83854
inventone@hotmail.com
www.inventorsassociationof
idaho.webs.com

Creative Juices Inventors Society
7175 W. Ring Perch Drive
Boise, Idaho 83709
www.inventorssociety.org
reme@inventorssociety.org

Illinois

Chicago Inventors Organization
Calvin Flowers, president
M. Moore, manager  
1647 S. Blue Island 
Chicago, IL 60608
(312) 850-4710
calvin@chicago-inventors.org
maurice@chicago-inventors.org
www.chicago-inventors.org

Illinois Innovators and Inventors 
Don O’Brien, president
P.O. Box 58
Edwardsville, IL 62025
(314) 467-8021
ilinventor.tripod.com
inventorclub@yahoo.com

Indiana

Indiana Inventors Association 
David Zedonis, president
10699 Evergreen Point
Fishers, IN 46037
(317) 842-8438
www.indianainventors 
association.blogspot.com

Iowa

Iowa Inventors Group  
Frank Morosky, president
P.O. Box 10342
Cedar Rapids, IA 52410
(206) 350-6035
info@iowainventorsgroup.org
www.iowainventorsgroup.org

Kansas

Inventors Assocociation of South 
Central Kansas  
Richard Freidenberger 
2302 N. Amarado St.
Wichita KS, 67205
(316) 721-1866
inventor@inventkansas.com 
www.inventkansas.com

Kentucky

Central Kentucky 
Inventors Council, Inc. 
Don Skaggs
699 Perimeter Drive
Lexington, KY 40517
dlwest3@yahoo.com
ckic.org

Louisville Metro Inventors Council
P.O. Box 17541 
Louisville, KY 40217
Alex Frommeyer
lmic.membership@gmail.com

Louisiana

International Society of Product 
Design Engineers/Entrepreneurs 
Roderick Whitfield
P.O. Box 1114, Oberlin, LA 70655
(337) 246-0852
nfo@targetmartone.com
www.targetmartone.com

Maryland

Inventors Network of the Capital Area
Glen Kotapish, president
P.O. Box 18052
Baltimore, MD 21220
(443) 794-7350
ipatent@aol.com
www.dcinventors.org 

Massachusetts

Innovators Resource Network
P.O. Box 6695
Holyoke, MA 01041
(Meets in Springfield, MA)
info@IRNetwork.org
www.irnetwork.org

Inventors’ Association
of New England 
Bob Hausslein, president
P.O. Box 335
Lexington, MA  02420
(781) 862-9102
rhausslein@rcn.com
www.inventne.org

Michigan

Grand Rapids Inventors Network 
Bonnie Knopf, president
2100 Nelson SE
Grand Rapids, MI 49507
(616) 293-1676
Steve Chappell
940 Monroe Ave.
Grand Rapids, MI 49503
(616) 935-5113
info@grinventors.org
www.grinventors.org

Inventors Council of Mid-Michigan 
Mike Ball, president
P.O. Box 311, Flushing, MI 48433
(810) 245-5599
www.inventorscouncil.org

Jackson Inventors Network
John D. Hopkins, president
2755 E. Berry Rd.
Rives Junction, MI  49277
(517) 787-3481
johndhopkins1@gmail.com
www.jacksoninventors.org

Michigan Inventors Coalition
Joseph Finkler
P.O. Box 0441
Muskegon, MI 49443
(616) 402-4714
www.michiganinventorscoalition.org

Muskegon Inventors Network  
John Finkler, president
P.O. Box 0441, Muskegon, MI 49440
(231) 719-1290
www.muskegoninventorsnetwork.org

INVENTOR GROUPS
Inventors Digest only publishes the names and contacts of inventor groups certified with the United Inventors Association. To have 
your group listed, visit www.uiausa.org and become a UIA member.



West Shore Inventor Network
Crystal Young, director
West Shore Community College
3000 N. Stiles Road, Scottville, MI 49454
(231) 843-5731
cyoung2@westshore.edu
www.wininventors.com

Minnesota

Inventors’ Network  
(Minneapolis/St.Paul)
Todd Wandersee
4028 Tonkawood Road
Mannetonka, MN 55345
(612) 353-9669
www.inventorsnetwork.org

Minnesota Inventors Congress 
Deb Hess, executive director
P.O. Box 71, Redwood Falls MN 56283
(507) 627.2344, (800) 468.3681
info@minnesotainventorscongress.org 
www.minnesotainventorscongress.org

Missouri

Inventors Association of St. Louis
Gary Kellmann, president
13321 N. Outer 40 Road, Ste. 100
Town & Country, MO 63017
www.InventSTL.org
info@InventSTL.org

Inventors Center of Kansas City  
Curt McMillan, president
P.O. Box 411003, Kansas City, MO 64141 
(913) 322-1895
www.inventorscenterofkc.org
info@theickc.org 

Southwest Missouri  
Inventors Network
Springfield Missouri
Jan & Gaylen Healzer
P.O. Box 357, Nixa, Mo 65714
(417) 827-4498
janhealzer@yahoo.com

Mississippi

Mississippi SBDC  
Inventor Assistance 
122 Jeanette Phillips Drive
University, MS 38677 
(662) 915-5001, (800) 725-7232
msbdc@olemiss.edu
www.mssbdc.org

Nevada

Inventors Society of  
Southern Nevada 
3627 Huerta Drive
Las Vegas, NV  89121
(702) 435-7741
InventSSN@aol.com

Nevada Inventors Association 
Kyle Hess, president
P.O. Box 7781, Reno, NV 89510
(775) 636-2822
info@nevadainventors.org
www.nevadainventors.org

New Jersey

National Society of Inventors 
Stephen Shaw
8 Eiker Road
Cranbury, NJ 08512
Phone: (609) 799-4574
(Meets in Roselle Park, NJ)
www.nsinventors.com

Jersey Shore Inventors Group 
Bill Hincher, president
24 E. 3rd St., Howell, NJ 07731
(732) 407-8885
ideasbiz@aol.com 

New Mexico

The Next Big Idea: 
Festival of Discovery,  
Invention and Innovation
Los Alamos Main St.
109 Central Park Square
Los Alamos, NM 87544
(505) 661-4844
www.nextbigideaLA.com

New York

The Inventors Association  
of Manhattan (IAM)
Ananda Singh, 
membership manager
Location TBD every 2nd  
Monday of the month
New York, NY
www.manhattan-inventors.org
manhattan.inventors@gmail.com

Inventors Society of 
Western New York 
Alan Reinnagel
174 High Stone Circle
Pitsford, NY 14534
(585) 943-7320
www.inventny.org

Inventors & Entrepreneurs 
of Suffolk County, Inc. 
Brian Fried
P.O. Box 672
Melville, NY 11747
(631) 415-5013

Long Island Forum for 
Technology, Inc.
111 W. Main St.
Bay Shore, NY 11706
(631) 969-3700
LCarter@lift.org

NY Society of Professional Inventors  
Daniel Weiss
(516) 798-1490 (9AM - 8PM)
dan.weiss.PE@juno.com

North Carolina

Inventors’ Network of the Carolinas 
Brian James, president
520 Elliot Street, Ste. 300
Charlotte, NC 28202
www.inotc.org
zliftona@aol.com

North Dakota

North Dakota Inventors Congress 
2534 S. University Drive, Ste. 4
Fargo, ND 58103
(800) 281-7009
info@neustel.com
www.ndinventors.com

Ohio

Inventors Council  
of Cincinnati
Jackie Diaz, president 
P.O. Box 42103
Cincinnati, Ohio 45242
(513) 898-2110 x4
Inventorscouncil@ 
inventcinci.org
www.inventcincy.org

Canton Inventors Association
Frank C. Fleischer
DeHoff Realty
821 South Main St.  
North Canton, OH 44720
(330) 499-1262
www.cantoninventorsassociation.org

Inventors Connection of  
Greater Cleveland 
Don Bergquist 
Secretary 440-941-6567
P.O. Box 360804
Strongsville, OH 44136
icgc@aol.com
Sal Mancuso- VP  
(330) 273-5381
salmancuso@roadrunner.com 

Inventors Council of Dayton 
Stephen W. Frey, president
Wright Brothers Station
P.O. Box 611
Dayton, OH 45409-0611
(937) 256-9698
swfday@aol.com
www.groups.yahoo.com/ 
group/inventors_council

Inventors Network
4525 Trueman Blvd.
Hilliard, OH  43026
(614) 470-0144
www.inventorscolumbus.com

Youngstown-Warren
Inventors Association 
100 Federal Plaza East, Ste. 600
Youngstown, OH 44503
(330) 744-4481
rherberger@roth-blair.com 

Oklahoma

Oklahoma Inventors Congress 
Dan Hoffman
P.O. Box 204, 
Edmond, OK 73083-0204
(405) 348-7794
inventor@telepath.com 
www.oklahomainventors.com

Oregon

North West Inventors Network
Rich Aydelott, president 
5257 NE Martin Luther King Jr. Blvd. 
Ste. 201, Portland, OR 97211
(360) 727-0190
www.NWInventorsNetwork.com 

South Coast Inventors Group 
James Innes, president 
SBDC, 2455 Maple Leaf Lane
North Bend, OR 97459
(541) 888-4182
jamessinnes@gmail.com
www.southcoastinventors.org

Pennsylvania

American Society of Inventors  
Jeffrey Dobkin, president
Ruth Gaal, vice-president and treasurer
P.O. Box 354, Feasterville, PA 19053
(215) 546-6601
rgaal@asoi.org
www.asoi.org
www.americansocietyofinventors.com

Pennsylvania Inventors Association
Jerry Gorniak, president
2317 E. 43rd St., Erie, PA 16510
(814) 825-5820
www.pa-invent.org

Williamsport Inventor’s Club
One College Ave., DIF 32
Williamsport, PA 17701
www.wlkiz.com/resources/ 
inventors-club
info@wlkiz.com

Puerto Rico

Associacion de Inventores 
de Puerto Rico  
Dr. Omar R. Fontanez  
Canuelas
Cond. Segovia Apt. 1005
San Juan, PR 00918
(787) 518-8570
www.inventorespr.com

Tennessee

Music City Inventors 
James Stevens
3813 Dobbin Road 
Springfield, TN 37172
(615) 681-6462
musiccityinventors@gmail.com 
www.musiccityinventors.com

Tennessee Inventors Association
Carl Papa, president
P.O. Box 6095, Knoxville, TN 37914
(865) 483-0151
www.tninventors.org

Texas

Amarillo Inventors Association
Paul Keifer, president
2200 W. 7th Avenue, Ste. 16
Amarillo, TX 79106
(806) 670-5660
info@amarilloinventors.org
www.amarilloinventors.org

Houston Inventors Association 
Ken Roddy, president
2916 West TC Jester, Ste. 100
Houston, TX 77018
(713) 686-7676
kenroddy@nol.net
www.inventors.org

Alamo Inventors 
George Burkhardt 
11235 New Sulphur Springs Road
San Antonio, TX 78263
(210) 240-5011
invent@alamoinventors.org
www.alamoinventors.org 

Austin Inventors and  
Entrepreneurs Association
Lill O’neall Gentry
12500 Amhearst
Austin, TX
lillgentry@gmail.com
www.austininventors.org

Wisconsin

Inventors & Entrepreneurs  
Club of Juneau County 
Economic Development Corp.
Terry Whipple/Tamrya Oldenhoff
P.O. Box 322
122 Main St.
Camp Douglas, WI 54618
(608) 427-2070
www.juneaucounty.com/ie-club-blog
jcedc@mwt.net 

INVENTOR GROUPS

Every effort has been made to list all inventor groups accurately. Please email Carrie Boyd at cboyd33@carolina.rr.com if any changes need to be made to your group’s listing.
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                We always take a personal approach 
when assisting clients in creating, improving, 
illustrating, and proving product concepts. 
Contact us today to get started proving your 
concept.

• 3D models
• Physical Prototypes 
• Realistic Renderings 
• Manuals
• Product Demos
• And More...

info@ConceptAndPrototype.com    www.ConceptAndPrototype.com

NEED A MENTOR? 
Whether your concern is how to get started, what to do next, 
sources for services, or whom to trust, I will guide you. I 
have helped thousands of inventors with my written advice, 
including more than nineteen years as a columnist for Inven-
tors Digest magazine. And now I will work directly with you 
by phone, e-mail, or regular mail. No big up-front fees. My 
signed confidentiality agreement is a standard part of our 
working relationship. For details, see my web page: 

www.Inventor-mentor.com
Best wishes, Jack Lander

CHINA MANUFACTURING 
“The Sourcing Lady”(SM). Over 30 years’ experience in Asian 
manufacturing—textiles, bags, fashion, baby and household inventions. 
CPSIA product safety expert. Licensed US Customs Broker. Call (845) 321-2362. 
EGT@egtglobaltrading.com or www.egtglobaltrading.com.

INVENTION DEVELOPMENT SERVICES 
Market research services regarding ideas/inventions.  
Contact Ultra-Research, Inc., (714) 281-0150. 
P.O. Box 307, Atwood, CA 9281.

PRODUCT DEVELOPMENT/INDUSTRIAL DESIGN SERVICES
Independent Industrial Designer with 40 years of experience designing 
plastic and metal consumer and medical products for corporations and 
entrepreneurs. Conversant in 3D modeling, all forms of prototyping, and 
sourcing for contract, manufacturers. Request disk of talks given in the NE 
and NYC to inventor and entrepreneur groups.
jamesranda@comcast.net or www.richardson-assoc.com. 
(207) 439-6546

“A PICTURE IS WORTH 1000 WORDS”
See your invention illustrated and photographed in 3D, with materials 
and lighting applied. We help inventors see their ideas come to life. 
Multiple views are available and can be sent electronically or via hard 
copy. Reasonable rates. NDA signed up front. Contact Robin Stow at 
graphics4inventors.com or (903) 258-9806 9am-5pm CST USA.

PRODUCT DEVELOPMENT/OFF SHORE MANUFACTURING
Prolific inventor with multiple patents: One product sold over 60 million 
worldwide. I have over 35 years experience in manufacturing, product 
development and licensing. I am an author, public speaker and consultant 
to small companies and individuals. Why trust your ideas or products to 
marketing, engineering and product development companies? Work with 
an expert who has actually achieved success as an inventor. Some of my 
areas of expertise are Micro Chip Design, PCB Fabrication, Injection Tooling 
Services, and Retail Packaging, etc. Industries that I have worked with, 
but are not limited to, are Consumer Electronics, Pneumatics, Christmas, 
Camping and Pet products. To see some of my patents and products and 
learn more, visit www.ventursource.com.
David A. Fussell, 2450 Lee Bess Road, Cherryville, N.C. 28021 
(404) 915-7975, dafussell@gmail.com

PATENT SERVICES 
Affordable patent services for independent inventors and small business. 
Provisional applications from $600. Utility applications from $1,800. Free 
consultations and quotations. Ted Masters & Associates, Inc.
5121 Spicewood Dr. • Charlotte, NC 28227 
(704) 545-0037 or www.patentapplications.net.

PRIOR ART SEARCHING AND ANALYSIS       
High Quality Patentability and Freedom to Operate Searches. PhD.-qualified 
and postgraduate in patent law business method, mechanical and pharma 
fields. $200 flat rate, five day turnaround, detailed examiner-style report, 
client feedback: https://www.elance.com/s/biotech_analysis/job-history/?t=1      
Work under CDA/NDA only—www.patentsearchlight.com.   

EDI/ECOMMERCE
EDI IQ provides EDI (Electronic Data Interchange)/Ecommerce Solutions and 
Services to Inventors, Entrepreneurs and the Small Business community.  
Comprehensive scalable services when the marketplace requires EDI 
processing. Web Based. No capital investment. UPC/Bar Code and 3PL 
coordination services. EDI IQ—Efficient, Effective EDI Services.   
(215) 630-7171 or www.ediiq.com, Info@ediiq.com.

PATENT FOR LEASE

DRILL ALIGNMENT TOOL
PAT. No. US 8,757,938 B2

https://www.youtube.com/

watch?v=5mdyoHuSfAs

Julian Ferreras, Owner
(907) 852-7310 • ferreras@gci.net
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Whether you just came up with a great idea 
or are trying to get your invention to market, 
Inventors Digest is for you. Each month we 
cover the topics that take the mystery out of 
the invention process. From ideation to proto-
typing, and patent claims to product licensing, 
you’ll find articles that pertain to your situation. 
Plus, Inventors Digest features inventor pros 
and novices, covering their stories of disap-
pointment—and success. Fill out the subscrip-
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Every year, the United States loses over $300 billion from international intellectual property theft. Proposed patent 
law changes will threaten to ship even more of our ideas and jobs overseas. By making it harder for American 

inventors to protect their inventions, it will be easier for foreign competitors to flood the market with knockoffs. 
Protecting the patent system will continue to ensure that America preserves its global competitive edge.

Tell Congress to oppose H.R.9 and S.1137. Visit SavetheInventor.com

Brought to you by the Innovation Alliance


